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FI NAL DECI SI ON

| ntroducti on and Summary of the |ssues

Dolle is Senior Party to this interference because Dol le
has been accorded benefit of the May 20, 1989, foreign filing
date of Federal Republic of Germany Application P 3916553.1
for substitute Count 2, to which Clains 4-6, 8 and 12-37 of
Dol I e Application 08/147,006, filed Novenber 1, 1993,
correspond.

Ewen is Junior Party to this interference because Ewen has
been deni ed benefit of a filing date earlier than the Cctober
10, 1989, filing date of U S. Application 07/419, 221, now U. S
Pat ent 5, 036,034, patented July 30, 1991, for substitute Count
2, to which dainms 1-8 of U S. Patent 5,036,034 and Cains 1-
28 of Reissue Application 08/489,800, filed June 12, 1995,
correspond.

The follow ng contentions are presented at final hearing:

A Ewen contends that Clains 4-6, 8, 12-37 of Dolle
Application 08/ 147,006, filed Novenber 1, 1993, are
unpat ent abl e under 35 U. S.C. § 102 over, and/or under 35
US C 8103 in viewof, Ewen et al., US. Patent 4,892, 851,

i ssued January 9, 1990, or Ewen et al., “Syndiotactic
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Pol ypr opyl ene Pol ynerizations with G oup |IVB Metall ocenes,”
JACS, Vol. 110, No. 18, pp. 6255-6256 (1988)(Opening Brief At
Fi nal Hearing For Party Ewen (Paper

No. 95), p. 14).

B. Ewen contends that Cains 4-6, 8, 12-26, 28 and 30-
37 of Dolle Application 08/ 147,006 are unpatentabl e under 35
U S C 8§ 112, second paragraph (vague and indefinite), and 35
U S C
8§ 112, first paragraph (enabl enment requirenent) (Opening Brief
At Final Hearing For Party Ewen (Paper No. 95), p. 14).

C. Ewen contends that the Adm nistrative Patent Judge
(APJ) erred in denying Ewen benefit of the July 15, 1988,
filing date of Ewen et al., U S. Application 07/220,007, now
U S. Patent 4,892,851, issued January 9, 1990, for substitute
Count 2 (Opening Brief At Final Hearing For Party Ewen (Paper
No. 95),

p. 14).

D. Dol l e contends that the APJ erred in hol ding
Clainms 27-30 of Dolle Application 08/ 147,006, filed Novenber
1, 1993, unpatentable under 35 U.S.C. § 103 in view of Ewen et

al., US Patent 4,892,851, issued January 9, 1990 (Opening
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Brief at Final Hearing for Senior Party Wnter (Paper No. 96),
p. 1).

E. Dol I e contends that Cainms 1-8 of Ewen U. S. Patent
5,036, 034, patented July 30, 1991, and dains 1-28 of Ewen
Rei ssue Application 08/489,800, filed June 12, 1995, are
unpat ent abl e under 35 U.S.C. §8 103 in view of Ewen et al.,

U S 4,892,851, issued January 9, 1990 (Opening Brief at Final
Hearing for Senior Party Wnter (Paper No. 96), p. 2).

F. Dol |l e contends that Ewen may not rely on Ewen
Exhibits X, Y and Z in support of its notions for judgnent
under 37 CFR 1.633(a)(Opening Brief at Final Hearing for
Senior Party Wnter (Paper No. 96), p. 2).

Qur discussion of the issues and consideration of the
rel evant evidence presented at final hearing shall proceed in

the foll ow ng order:

1. Backgr ound
2. Caiminterpretation
A Undi sputed terns and phrases
B. D sputed terns and phrases
3. Ewen’ s contentions

A Patentability of Dolle Oainms 4-6, 8,
and 12-37 under 35 U.S.C. 8 102 or 103

B. Patentability of Dolle Clains 4-6, 8, 12-26, 28

4
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and 30-37 under 35 U.S.C. 8 112, 1st and 2nd

ar a.
C. Ewen’s Motion for Benefit of the July 15,
1988, filing date of Application 07/220, 007,
now U.S. Patent 4,892,851
4. Doll e’'s contentions
Di scussi on
1. Backgr ound

A July 15, 1988 -- John A. Ewen and Abbas Razavi
(hereafter BEwen et al.) filed U S. Application 07/220, 007,
entitled “Process and Catal yst for Producing Syndiotactic
Pol yol efins.”

B. May 20, 1989 -- Hoechst Aktiengesellschaft filed
Application P 3916553.1, entitled “Syndi o-1sobl ockpol yner und
Verfahren zu seiner Herstellung,” in the Federal Republic of
Cer many.

C. Cct ober 10, 1989 -- John A Ewen (hereafter Ewen)
filed U S. Application 07/419, 221, entitled “Catal yst for
Produci ng Hem i sotactic Pol ypropyl ene.”

D. January 9, 1990 -- U. S. Patent 4,892,851 issued from
Ewen et al. Application 07/220,007 filed July 15, 1988.

E. May 17, 1990 -- Vol ker Dolle, Jurgen Rohrmann,
Andreas Wnter, Martin Antberg and Robert Klein (hereafter
Dolle) filed U.S. Application 07/525,096, entitled *Syndio-

5
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| sobl ock Pol yner and Process for its Preparation,” claimng
benefit under 35 U.S.C. 8§ 119 of the May 20, 1989, foreign
filing date of Application P 3916553.1 in the Federal Republic
of Ger many.

F. July 30, 1991 -- U. S. Patent 5,036,034 issued from
Ewen Application 07/419, 221 filed Cctober 10, 1989.

G August 10, 1992 -- Dolle filed divisional U S.
Application 07/927,869, claimng (1) benefit under 35 U. S.C
8§ 121 of the May 17, 1990, filing date of U S. Application
07/525,096 and (2) benefit under 35 U . S.C. § 119 of the My
20, 1989, filing date of Application P 3916553.1 in the
Federal Republic of Germany.

H. Novenber 1, 1993 -- Dolle filed continuing U S.
Application 08/ 147,006, claimng (1) benefit under 35 U. S.C.
8 120 of the August 10, 1992, filing date of U S. Application
07/927,869; (2) benefit under 35 U.S.C. § 121 of the May 17,
1990, filing date of U S. Application 07/525,096; and (3)
benefit under 35 U.S.C. 8§ 119 of the May 20, 1989, foreign
filing date of Application P 3916553.1 in the Federal Republic
of Ger many.

l. February 14, 1995 -- The Board nmail ed Notice

Declaring Interference 103,482 (Paper No. 1) between Ewen’s



Interference 103, 482
U S. Patent 5,036,034, issued from Application 07/419, 221,
filed Cctober 10, 1989, and Dol le’ s Application 08/ 147,006,
filed Novenber 1, 1993 for the subject matter defined by Count
1 (Count 1 is reproduced in attached Appendix A). Cdains 1-8
of Ewen’s U.S. Patent 5,036,034 and Clains 4-6, 8, and 12-26
of Dolle s Application 08/147,006 were designated as
corresponding to Count 1. Having been accorded (1) benefit of
t he August 10, 1992, filing date
of U. S. continuing Application 07/927,869; (2) benefit of the
May 17, 1990, filing date of U S. divisional Application
07/ 525, 096; and (3) benefit of the May 20, 1989, filing date
of Federal Republic of Germany Application P3916553.1 for
Count 1, Dolle was nanmed Senior Party.

J. May 10, 1995 -- Ewen filed Ewen Mtion For Judgnent
No. 1 Under 37 CFR 8§ 1.633(a)(Paper No. 18). Ewen argued that
the subject matter of Dolle’ s clains corresponding to Count 1
is unpatentable: (1) under 35 U. S.C. § 102 over, and/or under
35 US.C 8103 in view of, the teaching of either U S. Patent
4,892,851, which issued fromEwen et al. Application
07/ 220,007 filed July 15, 1988, or Ewen et al.
“Syndi ospeci fic Propyl ene Pol ynerizations wwth Goup 4

Met al | ocenes,” Journal of the Anerican Chem cal Society, Vol.
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110, pp. 6255-56 (1988); and (2) under 35 U.S.C. § 112,
first and second paragraphs, with express derision for the
recitation in Dolle’'s Caim4 of
“a syndi o-i sobl ock pol yner having nol ecul ar chains in which
syndi otactic and isotactic sequences are present and the
sequence length is 3 to 50 nononmer units” (Paper No. 18, pp.
17-21) .1

K. May 11, 1995 -- Dolle filed Dolle Mtion For
Judgnent Pursuant To 37 CFR 8§ 1.633(a)(Paper No. 14). Dolle
argued that (1) Cainms 1-3 and 5-7 of Ewen’s U. S. 5,036, 034,
i ssued from Application 07/419, 221 filed Cctober 10, 1989, are
unpat ent abl e under 35 U.S.C. § 103 in view of the teaching of
Mya et al. (Mya), U S. Patent 4,931,417, issued June 5,
1990, froman application filed Novenber 2, 1988; (2) dains
1-3 of Ewen’s
U S. 5,036,034, are unpatentable under 35 U S.C. § 102 as
described by Klouras et al. (Klouras), “Ringsubstituierte (1)
Ti t anocenophanes,

" Monat sheste fur Chem e, Vol. 112, pp. 887-

897 (1981); (3) Cains 1-3 and 5-7 of Ewen’s U. S. 5,036,034

! Ewen al so urged that a nunber of Dolle s clains were
unpat ent abl e under 35 U.S.C. § 112, fourth paragraph, as
i nproperly dependent on clains which were either canceled or drawn
to subject matter of narrower scope (Paper No. 18, p. 21).

8



Interference 103, 482

are unpatentable under 35 U . S.C. §8 103 in view of the conbi ned
teachings of Mya and Klouras; and (4) Cains 1-3 and 5-7 of
Ewen’s U S. 5,036,034 are unpatentable under 35 U S.C. § 112,

second paragraph, as indefinite in defining R as “a
structural bridge inparting stereorigidity to the conpound”
(Paper No. 14, p. 1).

L. May 11, 1995 -- Dolle filed a § 1.633(c) Mdtion To
Redefine Interfering Subject Matter (Paper No. 15). Dolle
moved pursuant to 37 CFR 8 1.633(c)(1) to substitute Proposed
Count 2 or, in the alternative, Proposed Count 3 for original
Count 1
of the interference (Paper No. 15, p. 1 and attachnents
t hereto).

Dol I e al so noved pursuant to 37 CFR 8 1.633(c)(2) to enter its
amendnent to Clainms 4, 16, 19 and 23 of Application

08/ 147,006, filed Novenber 1, 1993, enter Clainms 27-30
therein, and designate Clainms 27-30 as corresponding to
original Count 1 or proposed Count 2 or 3 (Paper No. 15, p. 1
and attachnents thereto).

M My 11, 1995 -- Dolle filed a § 1.633(f) Mtion

(Paper No. 13). Dolle noved to be accorded (1) benefit of the

August 10, 1992, filing date of U S. continuing Application
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07/927,869; (2) benefit of the May 17, 1990, filing date of
U.S. divisional Application 07/525,096; and (3) benefit of the
May 20, 1989, filing date of Federal Republic of Gernmany
Application P3916553.1 for the subject matter of Count 2 or 3
as proposed in Dolle’'s 8§ 1.633(c) Mtion To Redefine
Interfering Subject Matter (Paper No. 15).

N. June 12, 1995 -- Ewen filed Application 08/489, 800
for Reissue of U S. Patent 5,036,034, originally issued from
U.S. Application 07/419, 221, filed October 10, 1989. In
Rei ssue Application 08/489, 800, Ewen adds C ains 9-28 and
clains benefit under 35 U . S.C. § 120 of the July 15, 1988,
filing date of Ewen et al. Application 07/220,007, which
i ssued January 9, 1990, as U. S. Patent 4,892,851, for the ful
scope of the subject matter clained in Reissue Application
08/ 489, 800.

O June 12, 1995 -- Ewen filed Ewen Responsive Mtion
No. 2 To Redefine Under 37 CFR 8 1.633(c) and (i) (Paper No.
20). Ewen noves to redefine the interfering subject matter by
substituting proposed Counts 4 and 5 for original Count 1
(Paper No. 20, p. 2).

P. June 12, 1995 -- Ewen filed Ewen Responsive Mdtion

10
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No. 3 To Add Reissue; 37 CFR 8 1.633(h)(i)(Paper No. 21).
Ewen noves to add Rei ssue Application 08/489,800 to this
interference (Paper No. 21, p. 2).

Q June 12, 1995 -- Ewen filed Ewen Responsive Mtion

No. 4 Under 37 CFR 8 1.633(f)(j) and 35 USC 120 (Paper No.

22).

Ewen noves to be accorded benefit of the July 15, 1988, filing
date of U S. Application 07/220,007 which issued as U. S.

Pat ent 4,892,851 on January 9, 1990, for subject matter of
Count 1 or proposed Counts 4 and 5 (Paper No. 22, p. 2).

R June 12, 1995 -- Dolle filed Dolle Mtion For
Amending Clainms No. 2 Under § 1.633 (Paper No. 23). Dolle
nmoves under 37 CFR §8 1.633(c) and (i) to amend C aim 8 of
U.S. Application 08/ 147,006 filed Novenmber 1, 1993, and to
designate Claim@8 as anended as corresponding to ori gi nal
Count 1 or Dolle’ s proposed Count 2 or 3 (Paper No. 23, p. 1).

S. June 12, 1995 -- Dolle filed Dolle Mtion For
Priority No. 2 Under 8 1.633(f)(Paper No. 24). Dolle noves to
be accorded benefit of (1) the August 10, 1992, filing date of
U.S. Application 07/927,869; (2) the May 17, 1990, filing date
of U S. Application 07/525,096; and (3) the May 20, 1989,

filing date of P 3916553.1 in the Federal Republic of Germany

11
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for the subject matter of Count 1 or proposed Count 2 or 3, to
whi ch Claim8, anmended as proposed in Dolle Mtion For
Amending Clainms No. 2 Under 8 1.633 (Paper No. 23), is said to
correspond (Paper

No. 24, p. 1).

T. July 28, 1995 -- Dolle filed Dolle &8 1.635 Mdtion To
Correct Cbvious Error (Paper No. 42). Dolle noves to correct
an i nadvertent om ssion from proposed Counts 2 and 3 of
Dol le’s
§ 1.633(c) Mdtion To Redefine Interfering Subject Matter
(Paper No. 15)(Paper No. 42, p. 1).

U. Novenber 2, 1995 -- Ewen filed Ewen Motion To
Strike, 37 CFR 8 1.635 O Reply, 37 CFR § 1.638 (Paper No.

47). Ewen noves to strike Dolle’ s reply (Paper No. 46) to
Ewen Suppl enental Subm ssion To Ewen Responsive Mtion No. 3
(Paper No. 45) or to consider Ewen’s reply to Dolle’'s reply
(Paper No. 47, p. 2).

V. June 30, 1998 -- An Administrative Patent Judge
(APJ) entered a Decision On Dolle Mtion For Judgnent Pursuant
To
37 CFR 8 1.633(a)(Paper 14)(Paper No. 52). Prelimnarily, the

APJ found that the full scope of the subject matter clainmed in

12
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Ewen’s U S. Patent 5,036,034, i.e., “[a] netal |l ocene conpound
used to make a catal yst to produce hemisotactic olefin
polymers” (Claim1l) and “[a] netall ocene catal yst to produce
hem i sotactic olefin polyners” (Claim5), is not described in
U S. Application 07/220,007, issued January 9, 1990, as U.S.
Pat ent 4,892,851, and therefore, held the subject matter
clainmed in Ewen’s U S. Patent 5,036,034, is not entitled under
35 US.C 8 120 to the benefit of the July 15, 1988, filing
date of U S. Application 07/220,007 (Paper No. 52, p. 9,
footnote 3):

Ewen is not entitled to the filing date of
application
07/ 220,007 under 35 U. S.C. 8§ 120. In order to be
entitled
to the benefit of an earlier application the subject
mat t er
of the clainms of Ewen 034 and the clains of Ewen reissue
application 08/489, 800 nust be described in the earlier
application. Application 07/220,007 does not describe
hem i sotactic polyners or netall ocene conpounds which
| ack
bilateral symretry. While such conpounds m ght be
obvi ous
fromthe 07/220,007 disclosure, entitlenent to an earlier
filing date does not extend to subject matter which is
not described but woul d be obvious. Lockwood v. Anerican
Airlines, 107 F.3d 1565, 1571-72, 41 USPQ 1961, 1966
(Fed. Cir. 1997).

The APJ held that Doll e had not sustained its burden to
establish that Cains 1-3 and 5-7 of BEwen’s U. S. 5, 036, 034
filed October 10, 1989, are unpatentable under 35 U. S.C. § 103

13
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in view of the teaching of Mya, U S. 4,931,417 (attached
hereto as Appendi x B), issued June 5, 1990, from Application
07/ 266, 065, filed Novenber 2, 1988 (Paper No. 52, p. 12, |. 7-
8). After holding that “Mya . . . is prior art under 35
US C 8§ 102(e)” (Paper No. 52, p. 9, last para.), the APJ
found, inter alia (Paper No. 52, pp. 7-9):

44. Mya expressly describes a nunber of netall ocene
conpounds . . . sone of which fall within the
generic
formula set out in Ewen 034's clains 1-3 and 5-8 and
| ack bilateral symetry.

46. Mya discloses the use of an ionizing agent al ong
with
t he netal | ocene conpound, including
met hyl al um noxane,
in carrying out polynerizations.

47. Mya teaches that the conpounds are useful as a
catal yst for “stereoregular-ol efin polynerization.”
Mya, col. 1, lines 10-12.

48. Mya' s Exanples 7, 9, 15, 17, and 21 descri be
pol ymeri zati ons using netall ocene conpounds whi ch

| ack
bilateral symretry and are covered by the general
formula of clains 1-3 and 5-7 of Ewen 034.
49. Mya' s exanples 7, 9, 15, 17 and 21 denonstrate
pol yneri zati ons which result in the formation of
i sotactic polyners.
50. Mya does not describe the formation of
hem i sotactic pol ymers.

51. Because of the |l ack of description of hemisotactic

14
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pol ymers, Mya does not anticipate the subject
mat t er
of Ewen’s clains 1 to 3 and 5 to 7.

52. The difference between the conpounds descri bed by
and those clained in clains 1-3 and 5-7 of Ewen 034

that Mya does not teach the formation of
hem i sotactic
pol ymers.

53. Mya does not suggest and provides no basis for
inferring that any of the netall ocene conpounds
di sclosed in the patent, including those covered
by Ewen’s general formula, could or would nmake
hem i sotacti c conpounds [sic, polyners].

The APJ noted (Paper No. 52, p. 10, first full para.):

Ewen urges that the formati on of hemisotactic polyners
is a
claimlimtation and a difference distinguishing the
cl ai med
conpounds from those described by Mya. Ewen Qpposition
No. 1 to Dolle Motion for Judgnment (Paper 29), p. 3.

Consi stent therewith, the APJ found (Paper No. 52, p. 11
first full para.; enphasis added; footnote omtted):

A review of the Ewen 034 specification indicates

t hat

t he | anguage “to produce hemisotactic ol efin polyners”
is

a necessary limting property of the netall ocene
conpounds

whi ch serves to distinguish the clainmed conpounds from
ot her

cycl opent adi enyl conpounds which fall within the general

formula set out in the Ewen 034 clainms. Ewen notes that

no special polynerization conditions are necessary to

form

hem i sotactic polymers using these conpounds and that any

15
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of the conventional neans of polynerization will give a

hem i sotactic structure. Ewen 034, col. 5, |ines 65-68.

Ewen al so notes that the “new catal yst produces a
structure

of pol ypropyl ene termed hemisotactic....” Ewen 034,

col. 9, lines 26-28. In view of this disclosure, the
phrase

“to produce hemisotactic olefin polyners” limts the
claim

coverage to conpounds whi ch necessarily form
hem i sotactic
pol ymers. Conpounds that neet the general fornula and

form

hem i sotactic as well as isotactic or other polyner forns
are. in ny view,_ outside the scope of the clains.

The APJ did not consider Klouras, because the reference
submtted was not witten entirely in English (Paper No. 52,
p. 2, second full para.). Finally, with regard to the
unpatentability of Clains 1-3 and 5-7 under 35 U. S.C. § 112,
second paragraph, the APJ indicated that “Dolle . . . failed
to satisfy the burden of showing that Ewen’s clains 1-3 and
4[sic, 5]-7 are indefinite” (Paper No. 52, p. 13, second
para.).

W June 30, 1998 -- The APJ entered Sua Sponte Deci sion
On Patentability OF Dolle’s Clains 4, 6-8, 12-26 And Proposed
Clains 27-30 (Paper No. 53). The APJ held that Clains 4, 6-8,
and 12-26 then pending in Dolle’ s Application 08/ 147, 006,
filed Novenber 1, 1993, and proposed Cains 27-30 of Dolle’ s §

1.633(c) Mdtion To Redefine Interfering Subject Matter (Paper

16
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No. 15), filed May 11, 1995, are unpatentable under 35 U. S C
§ 112, second paragraph, because the phrase “a 1l-olefin of the
formula RCH=CHR in which Rand R are identical or different
and are an al kyl radical having 1 to 14 carbon atonms” in

i ndependent Caim4 is indefinite (Paper No. 53, p. 2).

X. June 30, 1998 -- The APJ entered Decision On Dolle's

§ 1.633(c) Mdtion To Redefine Interfering Subject Matter
(Paper 15)(Paper No. 54). The APJ (1) denied Dolle’'s notion
to substitute proposed Count 2 (Paper No. 54, p. 2); (2)
granted Dolle’s notion to substitute proposed Count 3 (Paper
No. 54,

pp. 2-3, bridging para.); (3) granted Dolle’s notion to anmend
Clainms 4, 16, 19 and 23 (Paper No. 54, pp. 3-5); and (4)
granted Dolle’s notion to enter new O ains 27-30% which were
desi gnated as corresponding to the substitute count (Paper No.
54, p. 5, last para.). However, the APJ held new Cains 27-30

to be unpatentable under 35 U.S.C. 8 103 in view of the

2 Clainms 27-30 are directed to “[a] netall ocene
conprising a conmpound of the formula |I” (Paper No. 54, pp. 6-7,
Claim27), “[a] netallocene catal yst conprising of a netallocene
and an al um noxane, wherein the netallocene is a conpound of the
formula |I” (Paper No. 54, pp. 7-8, Caim28), “[t]he netall ocene
as clainmed in claim27" (Paper No. 54, p. 8 daim29), and “[t] he
catalyst as clained in claim28" (Paper No. 54, p. 8, Caim30).

17
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teaching of Ewen et al., U S. Patent 4,892,851 (Paper No. 54,
pp. 8-13).

Y. June 30, 1998 -- The APJ entered Decision On Ewen
Responsive Motion No. 3 To Add Reissue; 37 CFR 8§ 1.633(h) (i)
(Paper 21)(Paper No. 55). The APJ granted Ewen’s notion to
add Rei ssue Application 08/489,800, filed June 12, 1995, to
this interference. The effect of the decision is:

1. Ewen, via Reissue Application 08/489, 800, filed
June 12, 1995, clains benefit of the July 15, 1988, filing
date of Application 07/220, 007.

2. Rei ssue Application 08/489,800 anends Caim1l of
US. 5,036,034, to read “[a] netall ocene conpound usef ul
[used] to make a catal yst effective to produce hemisotactic
ol efin polynmers.”

3. Rei ssue Application 08/489, 800 presents new
Cl ai ms 9-28.

Z. June 30, 1998 -- The APJ entered Decision On Ewen
Responsive Motion No. 2 To Redefine Under 37 CFR § 1.633(c)
And (i) (Paper 20)(Paper No. 56). The APJ dism ssed Ewen’s
notion to substitute proposed Counts 4 and 5 for original
Count 1, having denied the earlier Dolle Mtion For Judgnent

Pursuant To 37 CFR

18
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8 1.633(a)(Paper 14) in his June 30, 1998, Decision On Dolle
Mot i on For Judgnent Pursuant To 37 CFR § 1.633(a) (Paper
14) (Paper No. 52). A decision granting Dolle Mtion For
Judgnment Pursuant To 37 CFR § 1.633(a)(Paper 14) that the
subj ect matter of Clains 1-3 and 5-8 of U.S. Patent
5,036, 034, which corresponds
to original Count 1, is unpatentable under 35 U S.C. § 103, is
a condition precedent to Ewen Responsive Mtion No. 2 To
Redefine Under 37 CFR 8 1.633(c) And (i) (Paper 20)(Paper No.
56, p. 2).

AA.  June 30, 1998 -- The APJ entered Decision On Dolle
§ 1.633(f) Mdtion (Paper 13)(Paper No. 57). The APJ granted
Dolle’ s notion to be accorded benefit of the August 10, 1992,
filing date of U S. Application 07/927,869; the May 17, 1990,
filing date of U S. Application 07/525,096; and the May 20,
1989, filing date of Fed. Rep. Germany Application P3916553.1
for substitute Count 2 (Paper No. 57, p. 2). After concluding
that “[b]enefit of an earlier application for purposes of
priority requires only that an enbodi nent within the scope of
t he count be described in the earlier copending application.

Wil v. Fritz, 572 F.2d 856, 865-66 n. 16, 196 USPQ 600, 608

n. 16 (CCPA 1978),” the APJ found (Paper No. 57, p. 3):

19
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The pol ynerization of propylene with a catal yst
falling within the scope of count 2 is described in
exanples 3 through 12 in each of Dolle s U S.

appl i cations

and the German application. Accordingly, Dolle is

entitled

to the benefit of the earlier applications as to count 2.

BB. June 30, 1998 -- The APJ ordered Redecl aration O

Interference (Paper No. 58). New Count 2 (Paper No. 58, pp.

2-4) was substituted for original Count 1. New Count 2 in-

part?® reads:

Count 2

A netal | ocene conmpound used to make a catal yst
to produce (1) hemisotactic olefin polynmers or
(2) syndio-isobl ock polymers having nol ecul ar chai ns
in which syndiotactic and isotactic sequences are
present and the sequence length is 3 to 50 nononer
units conprising the general fornula:

R'(CpR) (CpR ) MHal ,

where Cp is cycl opentadi enyl or a substituted
cycl opent adi enyl, each R and R is a hydrocarbyl radical
having from 1-20 carbon atons and is the sane or

di fferent

or

and is selected such that CopR ,is a sterically different
ring fromCpR, resulting in a lack of bi-lateral symetry
for the conpound, R’ is a structural bridge inparting
stereorigidity to the conpound, Mis a Goup 3, Goup 4,
Goup 5 or Goup 6 netal, nis fromO to 4, mis fromO
to 4 and Hal is a hal ogen;

3 Count 2 is reproduced inits entirety in Appendi x C of

thi s deci sion.
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a netal |l ocene catal yst conprising:

a) a netall ocene conpound; and
b) an ionizing agent;

wherein the netal |l ocene conpound conprises the genera
formul a:

R'(CpR,) (CR ) MHal ,

where Cp is cycl opentadi enyl or a substituted
cycl opent adi enyl, each R and R is a hydrocarbyl radical
having from 1-20 carbon atons and is the sane or

di fferent

and is selected such that CpR ,is a sterically different
ring fromCpR, resulting in a lack of bi-lateral symetry
for the conpound, R’ is a structural bridge inparting
stereorigidity to the conpound, Mis a Goup 3, Goup 4,
Goup 5 or Goup 6 netal, nis from0O to 4, mis fromO
to 4 and Hal is a halogen and wherein the ionizing agent
converts a neutral netall ocene conpound to a netall ocene
cation which operates as a catal yst to produce

(1) hemisotactic olefin polyners or (2) syndio-isoblock
pol ymer havi ng nol ecul ar chains in which syndiotactic and
i sotactic sequences are present and the sequence | ength
is 3 to 50 nononer units;

or
a process, for the preparation of (1) a syndio-isobl ock
pol ymer havi ng nol ecul ar chains in which syndiotactic and
i sotactic sequences are present and the sequence | ength
S
3 to 50 nononer units or (2) hemisotactic olefin
pol yners,

conpri sing polynerization of propylene or a 1-olefin of
the formula RCH=CHR in which Rand R are identical or
different and are hydrogen or an al kyl radical having 1
to 14 carbon atons or R and R conbine with the carbon
atons joining themtogether to for[sic, forn] aring at a
tenperature of -60 to 100°C, a pressure of 0.5 to 100 bar,
in solution, in suspension or in the gas phase, in the
presence of a catal yst conposed of a netall ocene and an
al um noxane, wherein the netallocene is a . . . [conpound
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of the fornul a
R(FluorR) (CpR ,) MRR?

wher e

Cp is cycl opentadi enyl which nay be substituted at the

2 and/or 3 positions, Fluor is fluorenyl (a substituted

cycl opent adi enyl ) which may be substituted at the 2, 3,

4 and/or 5 positions, each R and R may be hydrogen or a

hydr ocar byl substituent having from 1-20 carbon atons and

is the sane or different, R may be a structural bridge
inparting stereorigidity to the conpound, M may be
titani um

zirconium hafnium vanadi um niobiumor tantalum n is

fromO to 4, mis from0O to 2 and each Rrand RP may be

hal ogen, with the proviso that at |east one of the R and

R substituents is not hydrogen].

The APJ further indicated that Cainms 1-8 of Ewen’'s U S

Pat ent 5, 036,034, Cains 1-28 of Ewen’s Rei ssue Application
08/ 489, 800, and Clainms 4-6, 8, and 12-30 of Dolle’'s
Application 08/ 147,006, all the clains pending in the
respective applications, correspond to Count 2 (Paper No. 58,
p. 5).

CC. June 30, 1998 - The APJ entered Decisions On Dolle
Motion For Amending Clains No. 2 Under 8§ 1.633(f)(Papers 23
and 24) (Paper No. 59). The APJ denied entry of the proposed
anendnent to dependent C aim 8 because the amendnent was
unnecessary (Paper No. 59, p. 2, last full para.). The notion
to be accorded benefit of the earlier filing dates of U S.

Applications 07/927,869 and 07/525, 096 and Fed. Rep. GCernmany
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Appl i cation P3916553.1 for the subject nmatter of anmended C ai m
8 was dism ssed as noot (Paper No. 59, pp. 2-3).

DD. June 30, 1998 -- The APJ entered Decision On Ewen
Motion For Judgnent No. 1 Under 37 CF.R 8 1.633(a)(Paper
No. 18) (Paper No. 60). The APJ denied Ewen’s notion for
j udgnment that the subject matter of Dolle s clains is
unpat ent abl e
(1) under 35 U.S.C. § 102 over, and/or under 35 U S.C. § 103
in view of, the teaching of either U S. Patent 4,892, 851,
whi ch issued from Ewen et al. Application 07/220,007 filed
July 15, 1988, or Ewen et al., “Syndiospecific Propyl ene
Pol yneri zations with Goup 4 Metal l ocenes,” Journal of the
American Chem cal Society, Vol. 110, pp. 6255-56
(1988) (hereafter Ewen JACS), and/or (2) under 35 U S.C. § 112,
first, second, and fourth paragraphs.

The APJ found (Paper No. 60, p. 8):

A central issue with respect to Ewen’s notion on

patentability over the prior art and under the first

and second paragraphs of § 112, is the construction to
be given to the phrase “sequence length” as used in

Dol le s clainms and specification.

The APJ construed the phrase “sequence length” in Dolle’s

claimed “process for the preparation of a syndi o-isobl ock

pol ymer havi ng nol ecul ar chains in which syndiotactic and
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i sotactic sequences are present and the sequence length is 3

to 50 nononer units” (Dolle Application 08/ 147,006; Caim4)

“to refer to the average |length of the sequences of the

pol ymers” (Paper No. 60, p.9, first para.). |In support of his

claiminterpretation, the APJ carefully considered the

teaching in the specification. He noted specifically the

specification’ s exanples of polyner formation using

net al | ocene catal ysts (Paper No. 60, p. 9, second para.):
The exanpl es report various properties of the polyners,
i ncluding the sequence |engths, n;, and ny, Dolle

defi nes

N, and ng, as follows:

average |length of isotactic sequences
average |l ength of syndiotactic sequences.

ni so
nsyn

Dol l e specification, p. 13, lines 15-16. The reported
values for n;, and ng, in the exanples range from3.5-4.0
and 3.3 to 4.5, respectively. These values are not
inconsistent wwth the sequence length of 3 to 50 nononer
units set out in the clains. Thus, the specification
supports the view that “sequence |l ength” as used in the
clainms refers to the average isotactic and syndiotactic
sequence | engt h.

He al so noted (Paper No. 60, last full para.) Dr. Wnter’s
declaration (Dolle Exhibit 7) at pages 1-2 that while:

“isotactic sequence” stands for sequences |ike nmmm

nmmr ,
romr, mmrr or nmrmin a polymer chain . . . [, t]he term
“sequence | ength” however has a conpletely different

nmeani ng

and is well known fromthe literature. The isotactic
sequence length and the syndiotactic sequence | ength
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are average val ues and can be derived by statistical/
mat hemat i cal cal cul ations. ..

The APJ indicated that the singular formof the term “sequence
length” is customary for and consistent with an average
sequence |l ength (Paper No. 60, p. 10, first full sentence).
Accor di ng

to the APJ, the Declarations of Drs. Atwood and Scott do not
expressly contradict Dr. Wnter’s declaration (Paper No. 60,
first full para.).

The APJ hel d that dependent Claim8 is properly construed
to include all the limtations of the clainms upon which it
depends. Accordingly, he denied the notion for judgnment that
Dol l e’ s
Claim8 is unpatentable under 35 U.S.C. § 112, fourth
paragraph (Paper No. 60, p. 11, first five lines).

The APJ held that Ewen had not net his burden to
establish the unpatentability of Clains 4-6, 8 and 12-26 under
35 U S. C
8§ 112, first and second paragraphs (Paper No. 60, p. 11,
second full para.), because he had not explained why the claim
| anguage does not satisfy the requirenents thereof. Ewen
relies on the declarations of Drs. Scott and Atwood in support
of the notions. The APJ (1) found that “[i]t is only
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necessary to determ ne the average sequence |ength through
conventional nmeans known in the art” (Paper No. 60, p. 12,
second full para.); (2) found that “Ewen has not asserted that
one having ordinary skill in the art would not be able to
determ ne the average length of the syndiotactic and isotactic
sequences of polynmers made according to the process set out in
Dolle’s clains” (Paper No. 60, p. 12, second full para.); and
(3) concluded that “the specification preferably omts .

that which is well known in the art” (Paper No. 60, p. 12,
second full para.).

Finally, the APJ denied Ewen’s notion for judgnment of
unpatentability under 35 U.S.C. § 102 or 103 over U S. Patent
4,892,851 or Ewen JACS because (Paper No. 60, p. 13):

Nei t her reference descri bes or suggests a process for

form ng pol ynmers where the average sequence |length for

both the syndiotactic and isotactic sequences is at

| east 3 and no nore than 50. The fact that sone triad

or even pentad nmeso sequences are present in the

syndi otactic polynmers described by the references is

an insufficient basis to find that the average sequence

length for both types of sequence [sic] falls in the

range of 3 to 50 nononers.

EE. June 30, 1998 -- The APJ entered Decision On Ewen
Responsive Motion No. 4 Under 37 CFR §8 1.633(f),(j) And 35
U S C 120 (Paper 22)(Paper No. 61). The APJ denied Ewen’s

notion to be accorded benefit of the July 15, 1988, filing
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date of Application 07/220,007, which issued as U S. Patent
4,892,851, for the subject matter of proposed Counts 4 and 5
(Paper No. 61, p. 2, first full para.), because he di sm ssed
Ewen’s notion to substitute proposed Counts 4 and 5 for
original Count 1 in Ewen Responsive Mtion No. 2 To Redefine
Under 37 CFR 8§ 1.633(c) And (i) (Paper 20)(Paper No. 56).
However, because the APJ redeclared the interference
substituting new Count 2 for original Count 1 (Paper No. 58),
he evaluated Ewen’s notion to be accorded benefit of the July
15, 1988, filing date of Application 07/220,007 as for the
subject matter of substitute Count 2 (Paper No. 61, p. 2,
first full para.).

The APJ cited (Paper No. 61, p. 2, second full para.)

Hyatt v. Boone, 146 F.3d 1348, 1352, 47 USPQ2d 1128, 1130

(Fed. Cir. 1998)(footnotes omtted):

When a party to an interference seeks the benefit of

an earlier-filed United States patent application,

the earlier application nust neet the requirenments of

35 US.C 8§ 120 and 35 U.S.C. § 112[, para. 1,] . . . for

the subject matter of the count. The earlier application

must contain a witten description of the subject matter

of the interference count, and nust neet the enabl enent

requirenent. Fiers v. Revel, 984 F.2d 1164, 1170, 25
usPQ2d

1601, 1606 (Fed. Cir. 1993)(section 112 paragraph 1 nust

be
met by the earlier application).
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Then he found that Ewen Application 07/220,007 does provide a
witten description of an enbodi nent enconpassed by Count 2
because (Paper No. 61, pp. 2-3, bridging para.):
. . [Application 07/220,007] does not describe

(1) the formati on of either syndi o-isobl ock polyner

havi ng nol ecul ar chains in which syndiotactic and

i sotactic sequences are present and the sequence

length is 3 to 50 nononmer units or hemisotactic

ol efin polynmer or (2) a netall ocene conpound neeting

the requisites of the count.

In response to Ewen’s argunent that Application
07/ 220, 007 describes syndiotactic polymers having isotactic
meso (mM) triad “m stakes” three nononers in | ength,
purportedly isotactic sequences with a sequence length of 3
nmonomer units, the APJ ruled that the term “sequence | ength”
refers to “average sequence length” as used in Dolle s clains
corresponding to the count (Paper No. 61, p. 3, first two
para.). The APJ found (Paper
No. 61, p. 3, second full para.), “As shown by the Wnter
Declaration (Dolle Ex. 7)[,] the average | engths of the
i sotactic sequences in the Ewen 851 exanples were | ess than 3
and thus outside the range of 3 to 50 nononers. Dolle Ex. 7,
p. 4)".

The APJ was not persuaded by Ewen’ s argunent that generic

teaching of suitable netallocenes in Application 07/220, 007,

28



| nterference 103, 482

enconpassi ng netal |l ocenes defined by a structural formula of
Count 2, describes the specific subject matter of Count 2 in
the manner required by the first paragraph of 35 U S.C. § 112.
Therefore, the APJ denied Ewen benefit of the filing date of
Application 07/220,007 (Paper No. 61, pp. 3-4, bridging

para.), citing Lockwood v. Anerican Airlines, Inc., 107 F.3d

1565, 1571-72, 41 USPQ2d 1961, 1966 (Fed. G r. 1997):

Entitlenment to a filing date does not extend to subject
matter which is not disclosed, but would be obvious over
what is expressly disclosed. It extends only to that
which is disclosed. Wile the neaning of the ternms,
phrases, or diagrans in a disclosure is to be expl ai ned
or interpreted fromthe vantage point of one skilled
inthe art, all the limtations nust appear in the
specification. The question is not whether a clai ned
invention is an obvious variant of that which is

di scl osed in the specification. Rather, a prior

application itself must descri be an invention, and do so

in sufficient detai
that one skilled in the art can clearly concl ude that
the inventor invented the clained invention as of the
filing date sought.

FF. July 15, 1998 -- Dolle filed a §1.633(c)(2) Mtion
To Redefine Interfering Subject Matter (Paper No. 64). Dolle
nmoved (1) to anend Clainms 4, 16 and 19 (Appendi x D) of
Appl i cation 08/147,006, purportedly to correct a typographical

error, and
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(2) to add new C ains 31-37 (Appendix D) in response to Sua
Sponte Decision On Patentability O Dolle’s Clainms 4, 6-8, 12-
26 And Proposed Cl ains 27-30 [ (Appendi x E)] (Paper No. 53).
GG July 31, 1998 -- The APJ entered Decision On
Reconsi derati on (Paper No. 68) on Ewen’s Request For
Reconsi deration O, Alternatively, Carification Under 37 CFR
1.640(c) (Paper No. 62) of Decision On Ewen Mtion For Judgnment
No. 1 Under 37 CF.R 8 1.633(a)(Paper 18)(Paper No. 60).
Ewen asked the APJ to clarify the neaning, and alter his
interpretation, of the phrase “sequence length” in Dolle’s
clains. In response, the APJ stated (Paper No. 68, p. 2,
first para.):
: | construed “sequence |l ength” as used in the phrase
“a syndi o-i sobl ock pol yner having nol ecul ar chains in

whi ch
syndi otactic and isotactic sequences are present and the

sequence length is 3 to 50 nononer units....” to nean the
average length of the isotactic and syndiotactic
sequences

of the polynmers. By this | neant that the average | ength
of the isotactic and the syndiotactic chains nust each be
within the range 3 to 50 nononmer units. . . . In ny view
t he person having ordinary skill in the art considering
Dol l e’ s specification as a whol e woul d concl ude that the
“sequence length” of 3 to 50 nononmer units referred to in
the clains was the ng, and n,,, defined in the
specification
and reported in the exanples.

syn

The APJ indicated that his prior interpretation was supported

by the uncontradi cted Wnter declaration that the phrase
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“sequence |l ength” has a well known neaning in the art and
refers to

average val ues that can be derived by statistical/mthenmatica
cal cul ations. The APJ saw no reason to change his prior
interpretation (Paper No. 68, pp. 2-3, bridging para.).

The APJ again cited the prior art teaching in Randall,
Janes C. (Randall), *“Carbon-13 Nucl ear Magnetic Resonance
Quantitative Measurenments of Average Sequence Lengths of Like
St ereochem cal Additions in Polypropyl ene and Pol ystyrene,”
Journal of Polyner Science, Polyner Physics Edition, Vol. 14,
(1976) (Dol le Ex. No. 6 (DE 6)), specifically at page 2086,
that “[f]or a sequence | ength neasurenent, an average nunber
of repeating units is desired that describes the typical run
of |ike stereochem cal configurations term nated by opposite
configurations at the opposite end” as support for the
interpretation that the term “sequence length” in Dolle’'s
clainms refers to an average nunber of repeating units (Paper
No. 68,

p. 3, second para.). On reconsideration of all the evidence,
the APJ found that the greater weight supported his
interpretation (Paper No. 68, p. 3, second para., |ast

sent ence).
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HH.  Septenber 15, 1998 -- The APJ entered Decision on
Dolle 8§ 1.633(c)(2) Mtion to Redefine Interfering Subject
Matter (Paper 64)(Paper No. 77). The APJ held that proposed
anended Cains 4, 16 and 19 and proposed new Cl ains 31-37 are
directed to the same patentable invention as, and correspond
to, Count 2. Therefore, the APJ granted Dolle’ s notion to
amend Clainms 4, 16 and 19 of, and add new Clainms 31-37 to
Application 07/147,006 (Paper No. 77, p. 2, second para.).
The APJ held that anended Clains 4, 16 and 19 and new C ai ns
31-37 are not anbi guous and determ ned that neither the
amended nor new clains are directed to new matter (Paper No.
77, p. 3, first and second full para.).

The APJ restated his view that new C ainms 31-37
significantly differ fromdainms 27-30 which were held to be
unpatentable in view of the teaching in Ewen et al., U S
Pat ent 4,892,851, in his Decision On Ewen Mtion For Judgnent
No. 1
Under 37 C.F.R 8 1.633(a)(Paper 18)(Paper No. 60). Because
new
Clainms 31-37 include “the limtation that polymers nade using
the netal | ocenes have ‘nol ecul ar chains in which syndiotactic

and isotactic sequences are present and the sequence length is
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3 to 50 nononer units...”, neither Ewen 851 nor Ewen JACS
di scl oses, or would have reasonably suggested, the subject
matt er of
Doll e’ s new clainms (Paper No. 77, p. 4, second para.). The
APJ repeated his Decision On Emen Mdtion For Judgnment No. 1
Under 37 CF.R 8 1.633(a)(Paper 18)(Paper No. 60) and
Deci si on On Reconsi deration (Paper No. 68) that the phrase
“*sequence length’ refers to the average sequence | ength of
the syndiotactic and isotactic sequences in the polyner and
that the phrase is not indefinite” (Paper No. 77, pp. 4-5,
bridging para.).

Wth regard to Ewen urging that anended Cains 4, 16 and
19 and new Clains 31-37 are directed to subject matter which
i s neither supported nor enabled by the disclosure in Dolle
Application 08/ 147,006 as drawn to conpounds, catalysts,
and/ or processes for polynerizing ol efins which are not 1-
ol efi ns,
the APJ stated (Paper No. 77, p. 5, first full para.):

Doll e’ s specification includes a witten

description of the polynerization of olefins which are not
1-ol ef i ns.

Dol e specification page 11, lines 28-32. This sane
portion

of Dolle s specification provides witten descriptive
support for the polynmerization of ethylene when both R
and
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R in the formula RCH=CHR are hydrogen. The
specification
al so expressly nmentions ethylene as an exanpl e of ol efins
whi ch may be polynerized. Dolle specification, p. 11
lines 33-34. Absent evidence or reasoning providing a
basis to doubt the objective truth of the statenents in
Dol l e’ s specification, those statenents nust be taken
as true and the disclosure enabling. . . . In re
Mar zocchi
439 F.2d 220, 223, 169 USPQ 367, 369 (CCPA 1971)
Ewen, however, has not presented any reasoning or
evi dence
whi ch provides a basis for doubting the objective truth
of the statenents in Dolle s specification. Nor has Ewen
provi ded reasoni ng or evidence indicating that Dolle’s
specification would not enable one having ordinary skill
in the art to polynerize ethylene or olefins that are not
1-ol efins wi thout undue experinentation.

In response to Ewen’s argunent that new O ainms 32-35
(Appendi x D) are hybrid cl ains because they claimboth a
product and a nmethod in a single claim the APJ, referring to
new
Claim 32, stated (Paper No. 77, pp. 6-7, bridging para.):

Dol l e’ s cl ai mdoes not expressly conbine two inventions
into a single claim Rather, Dolle’ s clained invention
is expressly directed to a netall ocene conpound. In ny
view, the |anguage “used to nake a catal yst to produce
syndi o-i sobl ock polyners . " serves to further [imt
the clained netallocenes. . . . [T]he claimis simlar

to a product by process claimwhere the reference to the
process may further characterize the product. To cone
within the scope of Dolle s claim32, for exanple, the
nmet al | ocene nmust not only nmeet forrmula | but nust only
“produce syndi o-i sobl ock pol yners havi ng nol ecul ar chai ns
in which syndiotactic and isotactic sequences are present
and the sequence length is 3 to 50 nononmer units by

pol ymeri zation of an olefin” of the specified fornula.
Conmpounds whi ch produce such pol yners and al so produce
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polynmers that do not have the requisite average sequence
I ength due to the particular process conditions do not
neet
the express limtations of the claim The construction
is consistent with Dolle’s specification. See Dolle
Specification, p. 3, lines 5-12.
1. Septenmber 15, 1998 -- Redeclaration O Interference
(Paper No. 78). The APJ redeclared the interference to
designate the clains of the parties which correspond to

substitute Count 2 (Appendix C) as follows (Paper No. 78, p.

2):
Clainms of the parties
Ewen Pat ent 5, 036, 034 Clains 1-8
Appl ication 08/ 489,800 Cains 1-28
Dolle Application 08/ 147,006 Cains 4-6, 8, 12-37
Clainms of the parties corresponding to count 2
Ewen Pat ent 5, 036, 034 Clainms 1-8
Application 08/ 489,800 Cains 1-28
Dol le Application 08/ 147,006 Cains 4, 5, 6, 8,
12- 37

Clainms of the parties not corresponding to count 2

Ewen None
Dol e None

JJ. COctober 15, 1998 -- Decision Returning Paper (Paper
No. 80). The APJ returned Ewen’s Request for Reconsi deration
(Paper 79) of Decision on Dolle 8§ 1.633(c)(2) Mtion to
Redefine Interfering Subject Matter (Paper 77), and the
decl aration
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of Dr. WIlliamJ. Gauthier which acconpani ed the request, as
unaut hori zed papers under 37 CFR 8§ 1.618(a). The APJ found
that BEwen’ s request for reconsideration was based, in
substantial part, on the newy submtted declaration of Dr.
Gaut hi er (Paper No. 80, pp. 1-2, bridging para., |ast
sentence). Because 37 CFR 8 1.639(a) provides that “proof of
any material fact alleged in a nmotion . . . mnmust be filed and
served with the notion” and 37 CFR § 1.640(c) provides that
the “request for reconsideration shall specify with
particularity the points believed to have been m sapprehended
or overlooked in rendering the decision”, the APJ returned
Ewen’ s new evi dence and the request for reconsideration based
thereon as untinely and inappropriate. The APJ stated that he
coul d not have m sapprehended or ot herw se overl ooked evi dence
which is presented for the first tine with a request for
reconsi deration of a decision on notion (Paper No. 80, p. 2,
final para.).

KK.  October 27, 1998 -- Ewen filed Ewen Mdtion Under 37
CFR § 1.635 For Entry O Paper Returned Under 37 CFR §
1.618(a) O, Alternatively, Request For Reconsideration O
Deci si on Returning Paper Under 37 CFR 8§ 1.618(a)(Paper No.

82). Ewen argued that his Request for Reconsideration (Paper
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No. 79) was tinely filed because (1) the APJ presented a new
interpretation of the claimlanguage in his decision on
Dolle’s notion, (2) Dolle s notion generated “the
i mpossi bility of hono-polymerizing ethylene to provide
isotactic or syndiotactic polynmer structures”, and
(3) the APJ newy decided that Dolle s clainms are not directed
to conmpounds, catalysts, and processes for honopol yneri zi ng
ethylene to provide isotactic or syndiotactic polymner
structures (Paper No. 82, pp. 2-3, bridging para.).

LL. Novenber 12, 1998 -- The APJ entered Decision On
Ewen Motion Under Mtion Under 37 CFR 8 1.635 For Entry O
Paper Returned Under 37 CFR 8§ 1.618(a) O, Alternatively,
Request
For Reconsideration O Decision Returning Paper Under 37 CFR
8§ 1.618(a) (Paper 82)(Paper No. 83). The APJ dism ssed the
notion as inproper under 37 CFR § 1.635, considered the notion
as a request for reconsideration, and denied the request
(Paper No. 82, p. 2, second and third para.). First, the APJ
found that Ewen had anple opportunity to present evidence
regarding the correct interpretation of the phrase “sequence
length” in Dolle’ s clainms (Paper No. 82, pp. 2-4). Second,

the APJ stated (Paper No. 82, p. 4, final para.):
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Ewen’s point 2, assunes that Ewen’s clains 31

and 36 read on the honopol yneri zati on of ethyl ene.

However, express |anguage of these clains excludes

this interpretation. For exanple, claim 31 expressly

requires the formati on of “syndi o-isobl ock pol yner

havi ng nol ecul ar chains in which syndiotactic and

i sotactic sequences are present and the sequence | ength

is 3 to 50 nononer units....” This limtation excludes

hormopol yneri zati on of ethyl ene which woul d have no

syndi otactic or isotactic sequences. The claim however,

does not exclude using ethylene as a conononer.

MM  Decenber 9, 1998 -- Dolle filed Mdtion To Strike
Under 37 CFR 81.635 (Paper No. 85) and (bjections To Evidence
(Paper No. 86). Dolle noved to strike, and objected to the
adm ssibility of, the follow ng evidence from Subm ssion O
Ewen et al Evidence-In-Chief (Paper No. 84), filed Novenber
20, 1998:

(1) Declaration of WlliamJ. Gauthier, dated
Sept enber 28, 1998, including attachnents A and B thereto
(Ewen Exhibit X);

(2) Second Declaration of WlliamJ. Gauthier, dated
Novenber 19, 1998 (Ewen Exhibit Y), including Randall, Janes,

POLYMER SEQUENCE DETERM NATI ON Car bon- 13 NVR Met hod, New YorKk,

pp. 1-7 and 29-58 (1977) (Ewen Exhibit Z).
NN.  June 30, 1999 -- Dolle filed Mtion Under 37 CFR
81. 635 To Suppress Evidence (Paper No. 98). Dolle objected to

the adm ssibility, and noved to suppress, the follow ng
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evi dence from OQpening Brief At Final Hearing For Party Ewen,
filed May 19, 1999 (Paper No. 95), and all statenents which
rely on this evidence:

(1) Declaration of WlliamJ. Gauthier, dated
Septenber 28, 1998, including attachnments A and B thereto
(Ewen Exhibit X);

(2) Second Declaration of WlliamJ. Gauthier, dated
Novenber 19, 1998 (Ewen Exhibit Y), including Randall, Janes,

POLYMER SEQUENCE DETERM NATI ON Car bon-13 NVR Met hod, New York,

pp. 1-7 and 29-58 (1977) (Ewen Exhibit Z).

2. Caiminterpretation

It is essential to determ ne the netes and bounds of the
subj ect matter clainmed before considering its patentability
under 35 U. S.C. 88 101, 102, 103, and 112, first paragraph.

See In re Moore, 439 F.2d 1232, 1235, 169 USPQ 236, 238 (CCPA

1971) (clainms first must be anal yzed to determ ne exactly what

subject matter they enconpass); In re Geerdes, 491 F.2d 1260,

1262, 180 USPQ 789, 791 (CCPA 1974)(whether the issue is
patentability under 35 U . S.C. 8§ 103 or 112, first paragraph,
first decide what the clains include within their scope); Ln
re Steele, 305 F.2d 859, 862, 134 USPQ 292, 295 (CCPA 1992) (it

is wong to anal yze claimed subject matter based on
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specul ative assunptions as to the neaning of the clains).
Accordingly, we first define the ternms and phrases used to
di stingui sh the subject matter cl ai ned.

A Undi sputed terns and phrases

The parties do not deny that the definitions of the
following terms and phrases woul d have been well understood by
persons skilled in the art as of the effective filing dates of
the respective Doll e and Ewen applications in which they
appear.

(1) dJdefin

An olefin is an “unsaturated hydrocarbon of the type
CH,,, indicated by the suffix -ene . . . .” Hackh's Chem cal
Dictionary, Fourth Edition, Gant, Julius, Ed., McGawHill
Book Co., New York, p. 472 (1969). Exanples are ethyl ene,
propyl ene, 1-butylene, 2-butylene, isobutylene, etc.

(2) 1l-olefin
1-ol efins are unsaturated hydrocarbons of the type CH,,.

Each 1-olefin includes a term nal unsaturated bond, e.g.,

H,C=CH (CH,) .-CH,, wherein n is an integer (1-alkylene).
2-ol efins also are unsaturated hydrocarbons of the type CH,,.

However, each 2-olefin includes an internal unsaturated bond,

e.g., CH;-HC=CH (CH, ,-CH;,, where n is an integer (2-alkylene).
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Wi |l e et hyl ene (H,C=CH,), propylene (H,C=CH CH,) and butyl enes
are all olefins, only al kyl enes having four carbon atons or
nore can be a 1-olefin or a 2-olefin. Consequently, one

i somer of an unsaturated hydrocarbon of four or nore carbon
atons can only

be di stinguished from another by indicating the position of
unsaturation, e.g., HC=CH CH,-CH;, is 1-butyl ene; CH,- HC=CH CH,

is 2-butylene. Propylene can only be 1-propyl ene.

(3) defin polynmer, polyolefin, or polyal kyl ene

O efins or al kyl enes polynerize by addition at the
poi nts of unsaturation, i.e., through the double bond, to form
saturated ol efin polyners, polyolefins, or polyal kyl enes.
Et hyl ene (H,C=CH,) produces pol yet hyl ene (- CH,- CH,- CH,- CH,- CH,-
CH,-CH,-). Propyl ene H,C=CH CH, produces pol ypropyl ene; e.g.,
pol ypropyl ene conprising isotactic sequences including “nmeso”
dyads m having two successive nethyl groups on the sane side

of the polyner plane:

(U'EU;EC"EC';EC"E) or \ \
CH, CH,

“meso” dyad m

or “meso” triads mm having three successive nmethyl groups on

the sanme side of the polyner plane:
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(-C}t-CﬁfC}t-CvrC}t-CH{C}t-) or
CH, CH, CH,

“meso” triad mm

See Opening Brief At Final Hearing For Party Ewen (Ewen Brief)
(Paper No. 95), pages 3-4, bridging para.. Simlarly, 1-

ol efins (H,C=CH (CH, ,-CH,) polynerize to polyolefins or

pol yal kyl enes, e.g., isotactic poly-1-olefins would include a

substantial anmount of the follow ng isotactic sequence:

B T
(Cft)n (Cﬁt)n (Ctt)n

CH, CH, CH,

“meso” triad mm

(4) lsotactic polyolefins

| sotactic polyolefins include a high percentage of
i sotactic sequences, i.e., successive “nmeso” dyads m or two
successive nmethyl groups on the sane side of the polyner plane

(Ewen Brief, p. 1; Ewen et al., U S. Patent 4,892,851 (Ewen

Ex. No. | (EE 1)), col. 1, |. 43, tocol. 3, |. 6; Ewen, US.
Pat ent 5, 036,034 (Appendix F), col. 1, |. 12-47; Dolle
Application 08/ 147,006, specification, p. 1, I. 6-8). A

“meso” triad mMmis a set of two successive “nmeso” dyads m A
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“meso” triad mm has the follow ng general configuration (Ewen

Brief, p. 3):

\ \ \

“meso” triad mm
| sotactic polyol efins generally have a high percentage of
“meso” triads mm

G ven the above definitions and our finding that persons

skilled in the art generally would not have expected anything
ot her than hydrogen on either side of the polyner plane of
hormopol yneri zed et hyl ene or pol yet hyl ene honopol yner, we find
that ethylene generally cannot itself be addition polynerized
to forma polymer including isotactic sequences, i.e., “nmeso”
dyads m However, we find no evidence in this interference
whi ch indi cates, and Ewen has not expl ai ned why persons
skilled in the art reasonably woul d not have expected, that
pol ynmers having isotactic, syndiotactic, hemisotactic, or
syndi o-i sobl ock sequences cannot be produced by copol yneri zi ng
ethyl ene or any other olefin which is symmetrical about its
unsat urat ed doubl e bond with propylene or any other 1-olefin
by conventional processes using a netall ocene catal yst.

(5) Syndiotactic polyolefins
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Syndi otactic polyol efins generally include a high
per cent age of syndiotactic sequences, i.e., “racem c” dyads r,
or successive nethyl or other al kyl groups on opposite sides

of the polymer plane (Ewen Brief, pp. 2-3; Ewen et al., US.

Patent 4,892,851 (EEI), col. 1, |I. 43, to col. 3, |. 6; Ewen,
U S. Patent 5,036,034 (Appendix F), col. 1, |. 12-47; Dolle
Appl i cation 08/147,006, specification, p. 1, |. 12-14):
\
\

“racem c” dyad r
A “racemc” triad rr generally has the follow ng configuration
(Ewen Brief, pp. 3-4, bridging para.):

\
\ \

“racemc” triad rr.
Syndi otacti c polyolefins generally have a hi gh percentage of

“racem c” triads rr.

(6) Hem i sotactic polyolefin

Hem i sotactic polyol efins generally have one or nore of
the foll owm ng configurations:

\ \ \ \ \ \ \
\ \ \
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where each \ is the radical -(CH,),-CH, wherein nis O or an
\
i nteger, randomy positioned on either one side of the polyner

pl ane as indicated by \ or the other side as indicated by \
(Ewen Brief, p. 4, Ewen, U S. Patent 5,036,034 (Appendix F),
col. 1, |I. 52, tocol. 2, |I. 22, and col. 4, |. 15-38).

(7) lsoblock polyolefin

| sobl ock pol yol efi ns generally have bl ocks of isotactic

sequences separated by a tertiary carbon atom having the
opposite configuration with respect to the configuration of
t he bl ocks
of isotactic sequences relative to the polyner plane (Dolle
Application 08/147,006, specification, p. 1, I. 21-25), e.qg.,
t he i sobl ock polyolefin mrrnmm depi cted bel ow.

\ \ \ \ \ \

\
| sobl ock pol yol efin

B. D sputed terns _and phrases

Wth the above definitions as background, we proceed to
interpret the follow ng phrases in the parties’ clains:
l. In dains 4, 16, 19, 28, 31, and 32 of

Application 08/ 147,006 (Paper No. 64, Appendix 1) (Appendi x D)

Dol | e enpl oys the phrase “syndi o-i sobl ock pol yner havi ng

mol ecul ar chains in which syndiotactic and i sotactic sequences
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are present and the sequence length is 3 to 50 nobnoner units”

(enmphasi s added) to define a product produced by a
pol ynmeri zati on process which is conventional but for the use
of a catal yst conposition conprising a netall ocene conmpound of
formula (1), which |l acks bi-lateral symetry;

1. In Cainms 32-35 of Application 08/ 147,006
(Paper No. 64, Appendi x 1) (Appendix D), Dolle enploys the

phrase “used to make a catalyst to produce syndi o-isobl ock

pol yners having nol ecul ar chains in which syndiotactic and
i sotactic sequences are present and the sequence length is 3
to 50 nononer units” (enphasis added) in conjunction with the
specific metall ocene conpounds and catal ysts shown in formul a
I

1. In Clains 4, 16, 19, and 31 (“propylene or”
omtted from and [a hydrogen atomor] added to, Caim 31)
(Appendi x D) of Application 08/ 147,006, Dolle enploys the
phrase “by pol ynerization of propylene or an olefin of the
formula RCH=CHR in which Rand R are identical or different
and are
[a hydrogen atomor] an al kyl radical having 1 to 14 carbon
atons or R and R conbine with the carbon atons joining them

together to forma ring” to specify the olefins fromwhich “a
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syndi o-i sobl ock pol yner havi ng nol ecul ar chains in which
syndi otactic and isotactic sequences are present” my be
pr oduced,;
V. In Claim36 of Application 08/ 147,006 (Paper
No. 64, Appendi x 1) (Appendix D), Dolle clainms the process of
Claim 31 wherein said olefin is “ethylene or propylene”; and
V. In daim37 of Application 08/ 147,006 (Paper

No. 64, Appendi x 1) (Appendix D), Dolle clainms the process of
Claim 31 wherein said olefinis a “1-olefin”.

As basis for our conclusions as to the neaning of the
above- quoted phrases in Dolle’ s clains, we find:

(1) Syndio-isoblock polyol efins generally have bl ocks of
i sotactic sequences separated by a syndiotactic sequence
(Dol l'e, Application 08/147,006, specification, p. 3, |. 5-12).
Wt h
that broad definition as basis, we find that each separating
syndi otacti c sequence nay have two possi bl e configurations
relative to the polyner plane. For exanple, a syndio-isobl ock
polyolefin with a syndiotactic sequence separating bl ocks of
i sotactic sequences nmay have the nmmrrrmm configuati on bel ow

\ \ \ \ \ \ \
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Al ternatively, a syndio-isoblock polyolefin with a

syndi otacti c sequence separating bl ocks of isotactic sequences
may have the follow ng mrrnm configuration:

\ \ \ \ \ \
\

(rmrrmm.

The distinction is material to the issues presented in this

interference because the pentad distribution data taken from
the C- 13 NWR spectrum of a syndi o-isobl ock pol yol efi n havi ng
the mrrrrnm configuration and the average sequence | ength of
the isotactic and syndiotactic sequences cal cul ated for that
syndi o-i sobl ock polyolefin differ significantly fromthe
pentad distribution data taken fromthe C 13 NWR spectrum of
t he
syndi o-i sobl ock pol yol efin having the mmrmm configuration and
t he average sequence |length of the isotactic and syndiotactic
sequences cal cul ated therefrom

(2) Syndio-isoblock olefin polynmers having nol ecul ar
chains in which syndiotactic and isotactic sequences are
present and
t he average sequence length is 3 to 50 nononer units, eg.,
polymers with mrrrrnm configurations, are all hemisotactic
ol efin polyners, accepting the structural definition of
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hem i sotactic olefin polyners in Ewen, U S. Patent 5, 036,034
(Appendi x F). However, as structurally defined in Ewen, U S.
Patent 5,036,034 (col. 1, I. 52, tocol. 2, |I. 22, and col. 4,
|. 15-38), hemisotactic olefin polyners, eg., polyners with
mrrmm configurations, are not |likely to be syndi o-isobl ock
ol efin polymers having nol ecul ar chains in which syndiotactic
and isotactic sequences are present and the average seguence
length is 3 to 50 nononmer units. See Ewen, U.S. Patent

5, 036, 034,

col. 1, |I. 52, tocol. 2, |I. 22, and col. 4, |. 15-38.

(3) The syndi o-isobl ock pol ypropyl ene pol yners havi ng
nol ecul ar chains in which syndiotactic and isotactic sequences
are present and the sequence length is 3 to 50 nononer units
which Dolle exenplifies in Application 08/ 147,006 and produced
by polynerizing propylene with a netal |l ocene catal yst
purportedly representative of the netall ocene catal ysts Dolle
generically describes, reasonably appear to be patentably
indistinct fromthe hemisotactic pol ypropyl ene pol ynmer Ewen
exenplifies in U S. Patent 5,036,034 and produced by
pol ymeri zi ng propyl ene with
a netall ocene catal yst purportedly representative of the

net al | ocene catal ysts Ewen generically describes. Conpare

49



Interference 103, 482
the hemisotactic pol ypropyl ene produced by pol yneri zi ng
propyl ene at 65°C. in Exanple IV of Ewen, U S. Patent
5, 036, 034 (Appendi x F), using nethyl al um noxane and i Pr(3MeCp-
1-Flu)Zrd, in methyl ene chloride as the catal yst, which
hem i sotactic pol ypropyl ene is characteri zed by the pentad
conposi tion of
Table Il fromits C13 NWVR spectra, with the syndi o-i sobl ock
pol ypr opyl enes Dol | e produced by pol ynmeri zi ng propyl ene at
70°C., 60°C., 50°C., 40°C and 10°C. in his Exanples 8-12
(Dol I e Application 08/ 147,006, spec., pp. 17-20), using
met hyl al um noxane and i Pr(3MeCp-1-Flu or 2MeCp-1-Flu)Zrd ,* in
toluene as the catal yst, which also are characterized by
pentad conpositions fromC-13 NVR spectra presented at the end
of each exanple of Dolle Application 08/ 147,006. Ewen states
( Enen,
U S. Patent 5,036,034, col. 9, |. 23-32; enphasis added):
This invention has taken a known syndi ospecific
catal yst precursor with bi-lateral symetry and added a

met hyl group on one of the cycl opentadi enyl groups to
elimnate the bi-lateral symmetry. The new catal yst

4 Dol | e describes the synthesis of iPr(3MeCp-1-Flu)zrd,
in Exanple 2 (Application 08/147,006, spec., p. 8, |. 19-23).
Accordingly, Dolle s reference to i Pr(2MeCp-1-Flu)zrd, for
Exanpl es 8-12 (Dol le Application 08/ 147,006, spec., p. 17,
| . 24-26) may be incorrect. The formulas iPr(3MeCp-1-Flu)zrd,
and i Pr(3MeCp-9-Flu)Zrd , define the sane conpound.
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produces a structure of polypropylene terned
hem i sotactic
due to every other nmethyl group of the pol ypropyl ene
bei ng
above the plane in a Fischer projection. Hem.isotactic
pol ypropyl ene is noncrystalline and can be used as a
pl asticizer with syndiotactic and isotactic

pol ypropyl ene.

According to Dolle, the average length of the isotactic
sequences (n;,,) and the syndiotactic sequences (ng,) of the
pol ypr opyl enes produced in accordance with Exanples 8-12 of
Appl i cation 08/147,006 (Spec., pp. 17-20) are:

Dol | e Exanpl es 8 9 10 11 12

n
n

i so0 3.7 4.1 4.0 3.7 4.4
3.7 4.0 3.7 3.7 4.5

syn
On pages 3-4 of the Declaration of Andreas Wnter
(Wnter)(Record of Party Dolle et al.(RD), pp. 3-4 (RD 3-4)),
Wnter provides a triad analysis of the pentad conpositions

i ndicated by the G 13 NVWVR spectra reported for pol ypropyl ene
produced in accordance with Dolle’'s Exanple 8, calcul ated the
average length of the isotactic sequences n,,, and the

syndi otactic sequences ng, for the polypropyl ene produced
using the data fromsaid triad analysis and Wnter’s fornul as

(I') and (I11), and showed that the n;, and ng, val ues he

cal cul ated correspond to the n, and n

1 SO

val ues reported by

syn
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Dolle in Exanple 8. Enploying the sanme triad analysis of the
pentad conposition indicated by the C 13 NWR
spectra for the pol ypropyl ene produced in accordance with
Ewen’s Exanple IV (Ewen, U S. Patent 5,036,034, col. 8, |. 15-
29; C-13 NMR spectra data reported at col. 9, Table Il) and
the sane fornmulas to cal cul ate the average sequence | ength of
its isotactic and syndi otactic sequences, we cal cul ate n;g,
val ues
of 3.6 (calculated) and 3.5 (observed) and ng, val ues of
4.4 (calculated) and 4.2 (observed).?®

(4) The syndi o-isoblock polynmers of Dolle Application
08/ 147,006 are described as having long isotactic and
syndi otacti c sequences (Spec., p. 1, |. 1-2).

(5) Dolle states that his “invention accordingly

provi des a syndi o-i sobl ock polyner of a 1l-olefin of the

5 nmmmm ) 0.33 (cal.) asi(cal.) =1+ 2minmr = 3.64
mmr ) nm =
romr ) 0.32 (obs.) ssi(obs.) =1 + 2minmr = 3.46
mrr ) 0.25 (cal.)
mrm) nr =
rnrr )
rmm) 0. 26 (obs.)
rerr ) 0.43 (cal.) Ngo(cal.) =1+ 2rr/mr = 4.44
rerm) rr =
nrrm) 0.41 (obs.) Ngo(0Obs.) =1 + 2rr/m = 4.15
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formula RCH=CHR in which Rand R are identical or different
and are an al kyl radical having 1 to 14 carbon atons”
(Application 08/147,006, spec., p. 3, |I. 5-8). The conplete
statenent is reproduced bel ow (Application 08/ 147,006, spec.
p. 3, 1. 5 top. 4, |. 25):

The present invention accordingly provides a syndi o-

i sobl ock polyner of a 1-olefin of the fornmul a RCH=CHR

in which Rand R are identical or different and are

an al kyl radical having 1 to 14 carbon atons or R and R,
with the carbon atons joining them forma ring, and the
sai d pol ynmer has nol ecul ar chains in which syndiotactic
and isotactic sequences are present and the sequence
length is 3 to 50 nononer units.

Furthernore, the invention provides a process for the
preparation of the abovenmenti oned syndi o-i sobl ock
pol ymer s
by pol ynerization of a 1-olefin of the fornula RCH = CHR
in which R and R have the abovenenti oned neaning, at a
tenperature of -60 to 100°C, a pressure of 0.5 to 100 bar,
in solution, suspension or in the gas phase, in the
presence
of a catalyst which is conposed of a netall ocene and an
al um noxane, wherein the netall ocene is a conpound of the
formul a |

W find that all conmpounds of fornmula RCH=CHR in which R
and R are identical or different and each is an al kyl radical
having 1 to 14 carbon atons, or Rand R, with the carbon
atons joining them forma ring, are olefins. However, we
find that none of the conpounds of formula RCH=CHR in which R
and R are identical or different and each is an al kyl radical
having 1
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to 14 carbon atons, or Rand R, with the carbon atons joining
them forma ring, are 1l-ol efins because the fornula excl udes
ol efins having a term nal double bond. Notw thstanding the
apparent msnoners in Dolle s specification, party Ewen has
not expl ai ned why the teaching in Dolle Application 08/ 147,006
as a whole, including Dolle s teaching that nononers sel ected
from et hyl ene, propylene, 1-olefins, and conpounds of the
formula RCH=CHR in which Rand R are identical or different
and
are alkyl having 1 to 14 carbon atons, or Rand R, with the
carbon atons joining them forma ring, may be polynerized or
copol yneri zed to produce polyners having nol ecul ar chains in
whi ch syndi otactic and isotactic sequences are present and the
sequence length is 3 to 50 nonomer units (Application
08/ 147,006, spec., p. 11, |. 28, top. 12, |. 7), is
technically incorrect.

Dolle s disclosure is directed to persons skilled in the
art. Accordingly, it preferably omts what is well known in

the art. Hybritech, Inc. v. Mnoclonal Antibodies, Inc., 802

F.2d 1367, 1384, 231 USPQ 81, 94 (Fed. Cir. 1986). Mboreover
Dol l e’ s disclosure must be considered in its entirety. Wen

descri bi ng nononers suitable for use in produci ng syndi o-
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i sobl ock pol yners having nol ecul ar chains in which

syndi otactic and isotactic sequences are present and the
sequence length is 3 to 50 nononer units, Dolle states
(Application 08/147,006, spec., pp. 11-12, bridging para.;
enphasi s added):

The nononers polynerized or copolynerized are ol efins of
the formula RCH = CHR in which Rand R are identical

or different and are a hydrogen atomor an al kyl radical
having 1 to 14 carbon atons or R and R conbine with

the carbon atons joining themtogether to forma ring.
Exanpl es of olefins of this type are ethyl ene, propyl ene,
1- but ene, 1-hexene, 4-nethyl-1-pentane, 1-octene,

nor bor nene, norbornadi ene or conpounds of the type

1, 4,5, 8-di met hano-1, 2, 3, 4, 4a, 5, 8, 8a- oct ahydr onapht hal ene,
2-met hyl -1, 4, 5, 8-di net hano- 1, 2, 3, 4, 4a, 5, 8, 8a- oct ahydr o-
napht hal ene, 2-ethyl-1, 4,5, 8-di net hano-1, 2, 3,4, 4a, 5, 8, 8a-
oct ahydr onapht hal ene or 2, 3-di net hyl -1, 4, 5, 8-di net hano-
1, 2, 3,4, 4a, 5, 8, 8a- oct ahydronapht hal ene. Preference is
given to propyl ene, 1-butene and norbornene.

We presune that persons having ordinary skill in the art would
have read Doll e’ s disclosure as a whole with no | ess than the

conventional wisdomin the art. Standard Gl Co. v. Anerican

Cvanam d Co., 774 F.2d 448, 454, 227 USPQ 293, 298 (Fed. Cr
1985). The misnomers on page 3 of Dolle’ s specification would
have been apparent to persons having ordinary skill in the art
in light of the further instruction on pages 11-12.

(6) The syndi o-isoblock polynmers Dolle describes are

made by polynerizing or copolynerizing olefin nononmers in
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conventional manner, i.e., (Application 08/ 147,006, spec., p.
10, |. 32, to
p. 11, |. 6; enphasis added):

: in _a known manner in solution, in suspension or in
t he gas phase, continuously or batchw se, in one or nore
steps at a tenperature of -60 to 200°C, preferably -30
to 100°C, in particular 0 to 80°C.

The overall pressure in the polynerization systemis 0.5
to 100 bar

(7) Dolle s invention is best understood in light of the
syndi o-i sobl ock pol ypropyl ene pol yners produced i n accordance
wi th Exanples 3-12 of his specification and their properties,
e.g., viscosity nunber in cni/g (VN ; weight-average nol ecul ar
wei ght in g/nmol (M); polydispersity determ ned using ge
pernmeati on chromat ography (GPC)(M/ M); and isotacticity index,
determ ned using C 13 NWR spectroscopy (I1)(n,,, = average

| ength of isotactic sequences; ng, = average | ength of

syn
syndi otacti c sequences) (Application 08/ 147,006, spec., p. 13,
. 8-16). Dolle’ s specification also discloses the

per cent ages of each pentad, i.e., mmm nmmr, rmmr, mMTr, mMrm
+ rmrr, nmnr, rrrr, nrr, and nrrm observed by anal yzing the
C-13 NWR spectra of the polymer conposition produced by the

process of each of the exanples. The Figure of Dolle

Application 08/ 147,006 depicts a C 13 NWR spectrum Each peak
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corresponds to a different pentad, and the intensity or area
of each peak indicates the percentage of that pentad in the
“stereochem cal pentad conpositions in the polyner” (Dolle
Application 08/147,006, spec., p. 15, |. 13-14). Conpare the
pentad conpositions reported in Table Il of Ewen, U S. Patent
5,036,034, fromthe C 13 NWR spectrum for the hemisotactic
pol ypropyl ene made by the process described in Enen’s Exanpl e
|V (Ewen, U S. Patent 5,036,034, col. 9, I. 11-22, and col. 8,
|. 21-29).
In Iight of our findings above, we understand why Wnter
poi nted (Decl aration of Andreas Wnter dated July 10, 1995,
p. 2 (RD 2)) to the followi ng statenment in Randall, Janmes C.
(Randal | ), “Carbon-13 Nucl ear Magneti c Resonance Quantitative
Measurenents of Average Sequence Lengths of Like
St ereochem cal Additions in Polypropyl ene and Pol ystyrene,”
Journal of Polyner Science, Polyner Physics Edition, Vol. 14,
pages 2083-2094 (1976) (Randall, EE VI, p. 2086):
For a sequence | ength neasurenent, an average nunber of
repeating units is desired that describes a typical run
of like stereochem cal configurations term nated by
opposite configurations on either end.
Randal | s statenent is the key to the neaning to be given to
t he phrases “syndi o-i sobl ock polyner[(s)] having nol ecul ar

chains in which syndiotactic and isotactic sequences are
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present and the sequence length is 3 to 50 nononer units” and
“pol yneri zation of [ethylene or] propylene or a 1-olefin of
the formula RCH=CHR in which Rand R are identical or
different and are hydrogen or an al kyl radical having 1 to 14
carbon atons or Rand R conbine with the carbon atons joining
themtogether to forma ring” to produce “syndi o-i sobl ock
polymer[(s)] having nol ecul ar chains in which syndiotactic and
i sotactic sequences are present and the sequence length is 3
to 50 mononer units” in Dolle' s clains. Randall states
(Randall (EE VI), p. 2083, first sentence of the Synopsis),
“Sequence | engths of stereochem cal additions in vinyl

pol ymers [ (including copolyners)] are described in terns of

t he nunber average | engths of |ike configurational

pl acenents.” Randall’s reference to both polyners and
copolynmers is no msnonmer. Randall explains (Randall (EE VI),
p. 2083, Introduction, first paragraph, |ast sentence;
footnotes omtted), “[1]n copolyners, conononer distributions,
expressed as connecting diads and triads, and nunber average
sequence |l engths can be determ ned for runs of each nononer

type.”

Wnter declares (Declaration of Andreas Wnter dated
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July 10, 1995, p. 2, second full paragraph (RD 2; enphasis
added)) :

On the basis of the Randall calculations, the isotactic

sequence |l ength and the syndiotactic sequence length in
a polymer chain are defined as follows .

i sotactic sequence |length =n, =1+2mim (I)
syndi otacti c sequence | ength =Ny, =1+ 2rr/nr (1)
Based on equations (I) and (Il) n;, and ng, can be
calculated fromthe data obtained fromthe triad anal ysis
of the ¥C-NWR pol yner spectra (relative anmounts of the
triads mMqmm nr and rr wwth mMm+ mr + rr = 100% or
normal i zed
mm+ nr + rr = 1).
Usi ng equations (1) and (l11) above and triad anal yses of
the C-13 NWR spectra pentad conpositions for the polynmers of
(1) Exanple 8, on pages 17-18 of Dolle Application 08/ 147, 006;
(2) Exanples 1, 1A 20, 22, 22A, 33, and 33A (Tables 3 and 4)
of Ewen et al., U S. 4,892,851 (EE |I), describing processes
and catal ysts for produci ng syndiotactic polyol efins; and
(3) Exanples 2, 3, 4, 5, and 7 (Tables Il and I11) of Ewen,
U S. Patent 4,522,982 (EE Il), describing isotactic-
st ereobl ock pol yners of al pha-ol efins and processes for
produci ng the sane, Wnter cal cul ated the average | ength of
the isotactic sequences (n;,) and syndiotactic sequences (ng,)
for each exanple (Declaration of Andreas Wnter dated July 10,
1995, pp. 3-4

59



| nterference 103, 482

(RD 3-5)). Based on his calculations, Wnter found that
syndi o-i sobl ock pol ypropyl enes made i n accordance with the
exanpl es of Dolle Application 08/ 147,006 have nol ecul ar chains
in which syndiotactic and isotactic sequences are present and
t he average sequence | ength of each of the syndiotactic and
i sotactic sequences is 3 to 50 nonomer units, whereas the
aver age sequence | ength of each of the syndiotactic and
i sotactic sequences of the syndiotactic pol ypropyl enes nade in
accordance with the exanples in Emen et al., U S. Patent
4,892,851, and the isotactic stereobl ock pol ypropyl enes nade
in accordance with exanples in Ewen, U S. Patent 4,522,982, is
not 3 to 50 nmononer units (Declaration of Andreas Wnter dated
July 10, 1995, pp. 3-4
(RD 3-5)).¢

In light of the evidence, we see no error in the APJ's
conclusion that, read in light of Dolle s specification, the
phrase “sequence |length” in the phrase “syndi o-isobl ock
polymer[(s)] having nol ecul ar chains in which syndiotactic and

i sotactic sequences are present and the sequence length is 3

6 We note that the isotactic stereobl ock pol ypropyl enes
claimed in Ewen, U S. 4,522,982, are defined in terns of “average
bl ock I ength” and “the average bl ock I ength contains from about 3
to 50 repeating units” (Ewen, U S. Patent 4,522,982, col. 12,
Claim2).
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to 50 nmononer units” appearing in Dolle s clains neans “the
average |length of the sequences of the polyners” (Decision On
Ewen Motion For Judgnent No. 1 Under 37 CF. R 8§

1.633(a) (Paper 18)(Paper

No. 60), p. 9, first para.). As support for his concl usion,

t he APJ enphasi zed the facts that (1) each of Dolle’ s exanples
report a separate average sequence length for isotactic
sequences (n;,,) and for syndiotactic sequences (ny,) for the
pol ymer produced by its production process; (2) the average

I ength of the isotactic sequences (n,,) and the average | ength
of syndiotactic sequences (ng, Dolle reports for the polyner
produced by each exenplified process is, as is each of the
sequence lengths of the polyners defined in Dolle’'s clains, in
the range of 3 to 50 nonomer units; and (3) Wnter declares
not only that the neaning of the phrase “sequence length” is
well known in the art, but also that “[t]he isotactic sequence
| ength and the syndiotactic sequence | ength are average val ues
and can be derived by statistical/mthematical cal cul ations”
(Dolle Ex. 7, pp. 1-2). W enphasize that the average |ength
of the isotactic sequences (n,,,) and the average |ength of
syndi ot actic sequences (ng, which Dolle reports for the

pol ymers produced by the process of each and every exanple are
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the same respective average | engths which one skilled in the
art woul d have cal cul ated using Wnter’s equations (I) and
(I'1) and the data provided in each of Dolle s exanpl es based
on a triad analysis of the pentad conpositions fromthe C 13
NVR spectrum of each respective polyner (RD 2-3).

Wnter declares that equations (1) and (I1) were known in
the art at the tine each of Dolle s applications was filed and
were known to be derived “[o]n the basis of the Randal
cal culations” (RD 2-3). In support of his declaration, Wnter
cites (RD 2-3) Buschernohle, Thesis Universitat Hanburg, 1987,
pp. 38 and 39 (Dolle Ex. 9 (DE 9)).” Ewen has not contested
Wnter’'s declaration that equations (1) and (I11)(RD 2) are in
fact derivable fromWnter’s equations (I111) and (IV)(RD 2),
equati ons which are equivalent to the equati ons appearing on
pages 38-39 of Buschernohle (RD 3; DE 9, pp. 38-39).

Moreover, the derivation is apparent. Wat is not apparent to
this panel is that Wnter’s formulas (I) and (11) correspond
to Randall’'s formula (23) for triads (EE VI, p. 2089), are

defined “[o]n

! On pages 38-39 of Buschernohl e’ s Thesis, Buschernohle
cites Randall in support of her equations (note 93, 131)(DE 9,
pp 38-39, 139, and 141).
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the basis of the Randall calculations” (RD 2), or otherw se
correspond to, are defined by, or are derived from Randall’s
formul as. Neverthel ess, Ewen has not denied Wnter’s
derivation declarations. Therefore, in the absence of any
evidence to the contrary, Wnter’s declaration, consistent

wi th Buschernohle’s citation of Randall with respect to
corresponding fornmulas (DE 9, pp. 38-39), that Wnter’s
equations (1) and (I1) are derivations of Randall’s equations
(EE VI, p. 2089), are taken as fact. Mreover, as evidenced
by pages 38 and 39 of Buschernohle, Thesis Universitat
Hanburg, 1987 (DE 9), we find that Wnter’s equations (I) and
(I'1), or derivatives thereof, were known in the art for use in
cal cul ating the average syndiotactic and isotactic sequence

| engt hs of pol yol efins.

Randal | describes “[s]equence | engths of stereochem cal
additions in vinyl polyners . . . in terns of the nunber
average lengths of |ike configurational placenents” (EE VI, p.
2083, Synopsis, first sentence). Dr. Gauthier acknow edges
(Second Declaration of WIlliamJ. Gauthier dated Novenber 19,
1998,
pp. 2-3, para. 4 (Record of Junior Party Ewen, pp. 36-37

(RE 36-37); enphasis added):
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4. The concept of a nunber average sequence
|l ength as a neans of identifying or characterizing
the stereochem cal characteristics of a polynmer such
as pol ypropylene is well know [sic] to nme, as is the
paper by Randall . . . which is referred to in the
Wnter Declaration . . . . The concept of nunber
aver age sequence length as a tool in characterizing
stereochem cal characteristics of a polynmer is further
addressed in substantial detail in the foll owm ng book:
Pol ynmer Sequence Determ nation Carbon-13 NVR Met hod,
James C. Randall, Academ c Press, New York/San Franci sco/
London, 1977.

Wiile the Declaration of Carl Scott dated May 8, 1995
(RE 1), Second Declaration of Jerry L. Atwood dated August 7,
1995 (RE 16), Declaration of WIlliamJ. Gauthier dated
Septenber 28, 1998 (RE 16), and Second Declaration of WIIliam
J. Gaut hier dated Novenber 19, 1998 (RE 35), indicate that the
phrase “the sequence length is 3 to 50 nononmer units”, which
Dol I e enploys to further define syndio-isoblock polymners
havi ng nol ecul ar chains in which syndiotactic and isotactic
sequences are present, mght be interpreted in a variety of
ways inconsistent with the disclosure of Dolle Application
08/ 147,006, we find the other interpretations of Drs. Scott,
At wood, and Gaut hi er unreasonable in light of Dolle’s
di scl osure.

In light of Dolle’s supporting specification, persons

skilled in the art would not have interpreted the phrase
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“syndi o-i sobl ock polyner[(s)] having nol ecular chains in which
syndi otactic and isotactic sequences are present and the
sequence length is 3 to 50 nononer units” in Dolle’ s clains to
read on

the syndiotactic, highly isotactic, or isotactic stereobl ock
pol ypr opyl enes whi ch, according to Dr. Scott, must inherently
include 3 nononmer unit “m stakes” and are well known in the
art (RE 4-5). W find that Dolle clearly distinguishes the
syndi o-i sobl ock pol yner[s] he describes from syndiotacti c,
highly isotactic, and isotactic stereobl ock polynmers which
were known in the art at the tinme Dolle s applications were
filed (Spec., pp. 1-2). Thus, it would appear much nore
reasonable fromthe teaching in Dolle’ s specification to
interpret the phrase “sequence length” in the phrase “sequence
length is 3 to 50 nononer units” as an average sequence |length
to be consistent with Dolle’ s exanples. This interpretation
is nost consistent with Dolle’ s concerted effort to

di stingui sh syndi o-i sobl ock pol ypropyl enes havi ng nol ecul ar
chains in which syndiotactic and isotactic sequences are
present and the sequence length is 3 to 50 nononer units

from known pol ypropyl enes havi ng nol ecul ar chains in which
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syndi otactic and isotactic sequences are present as 3 nononer
unit “m stakes”. The evidence indicates that

the prior art syndiotactic, highly isotactic, and isotactic
st er eobl ock pol ypropyl enes, including the inherent 3 nonomer
unit “m stakes” to which Dr. Scott refers, all have nol ecul ar
chains in which syndiotactic and isotactic sequences are
present at a length of 3 to 50 nononmer units. However, the
evi dence al so shows that conventionally produced syndiotacti c,
highly isotactic, and isotactic stereobl ock pol ypropyl enes do
not have nol ecul ar chains in which syndiotactic and isotactic
sequences are present and their average sequence length is 3
to 50 nononer units when calculated in accordance with
Wnter’s fornmulas (1) and (I1) or the formulas published in
Buschernohl e’ s Thesi s

(DE 9, pp. 38-39). Conpare again the average sequence |ength
Dol le reports for the syndiotactic and isotactic sequences of
t he pol ypropyl enes prepared in accordance with Exanples 3-12
of Dolle Application 08/147,006 to Wnter’s cal cul ati ons of

t he average sequence length for the syndiotactic and isotactic
sequences of the syndiotactic and isotactic-stereobl ock

pol yners prepared in accordance with Exanples 1, 1A 20, 22,

22A, 33, and 33A of Ewen et al., U S. Patent 4,892,851 (EE I),
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and Exanples 2, 3, 4, 5, and 7 of Ewen, U S. Patent 4,522,982
(EE 11')(RD 3-5). Also see the average syndiotactic and

i sotactic sequence |lengths for syndiotactic pol ypropyl ene
prepared and cal cul ated by Dr. Spal eck (Declaration of Walter
Spal eck dated July 25, 1994 (RD 16)).

In rebuttal, Dr. Gauthier (Declaration of WIliamJ.
Gaut hi er dated Septenber 28, 1998 (RE 26-34); Second
Declaration of WIlliamJ. Gauthier dated Novenber 19, 1998 (RE
35-46)) declared (RE 28; RE 38; enphasis added):

: | do not believe that the ternms “isotactic sequence

l ength” and “syndi otactic sequence |l ength,” as
characteri zed

in Section 3 of the Wnter Declaration . . . and as

specifically defined in Equations (i) and (ii) thereof,

is what is conveyed by the Dolle et al patent
appl i cation.

Further, | _do not believe that the construction placed
upon

the term “sequence length,” in the Decision on Ewen
Mot i on

for Judgnent No. 1 . . . and the Decision on

Reconsi derati on
based upon the Wnter Declaration and the Randal
paper, is accurate.

In support of his beliefs, Dr. Gauthier states (RE 28; RE 38-
39)

(enmphasi s added):

oo [ Whatever is intended by the use of the
term “sequence length” in the Dolle et al application,
it cannot be used to define separate isotactic and
syndi otactic sequence |lengths follow ng the Randal
publication and Wnter’'s Equations (i) and (ii). In
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this respect, the polynmer structure identified in the
Dol I e application as having a sequence | ength of 3-50
is said to be a new polymer structure, and in fact,

the Wnter Declaration on page 4 specifically states:

The syndi o-i sobl ock polyner of Dolle et al is
different fromthe pol yners known before Dol le
et al invented the new pol yner.

Yet, the Randall publication . . . specifically discloses
pol ypr opyl ene whi ch has an "isotactic sequence | ength”

and
a “syndiotactic sequence length” wthin the range of 3-50
when cal cul ated using the Wnter Equations (i) and (ii).
In this respect, reference is nade to the pol ypropyl ene
described in the Randall paper at page 2090 as “anorphous
pol ypropyl ene.” Based upon the pentad anal ysis presented
in Table Il of Randall, the anorphous polyner there has
an isotactic sequence length, calculated using Wnter’s
Equation (i), of 3.6. The syndiotactic sequence | ength,
calculated in accordance with Wnter’s Equation (ii) from
the pentad analysis of Table Il is 3.4. These

cal cul ati ons
are shown in Attachnment A [(RE 33) or B (RE 46)] to this
Decl aration. Thus, | conclude that whatever is neant by
the Dol l e sequence |length, it cannot nean a pol yner

havi ng
nunber average sequence | engths cal cul ated in accordance
with Wnter’s Equations (i) and (ii) if the intent in the
Dolle et al application is to denom nate a novel polyner
by this definition and if, as stated by Wnter, the Dolle
et al polyner is different from previously-known

pol ymers.

We note first that Gauthier erred in determning that the
nunber average isotactic sequence |ength for the anorphous
pol ypropyl ene represented by the unique C 13 NWR spectrum of

Randall’s Figure 1 and the pentad distribution of Randall’s
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Table Il using Wnter’s Equation (1) is 3.6. The correct
fraction for the pentad rmmr reported in Randall’s Table |

is 0.037, not the 0.087 fraction Dr. Gauthier used for his
calculations (RE 33; RE 46). Neverthel ess, Randal

acknow edges that the fractions reported in Table Il for the
pentads mrm and rnrr, based on the C 13 NWR spectrum of the
particul ar anorphous pol ypropyl ene anal yzed, have been

guesti oned because of poor resolution and overlap of the
correspondi ng peaks of the C- 13 NVWR spectrum of Figure 1 (see
footnote d to Randall’s Table Il and Figure 1 itself).
Accordingly, the evidence to which Dr. Gauthier points in
support of his beliefs is questionable.

Even if we assunme, however, that Randall’s Table Il does
descri be an anorphous pol ypropyl ene having nol ecul ar chains in
whi ch syndiotactic and isotactic sequences are present and the
aver age sequence length is 3 to 50 nononmer units when
calculated by Wnter’s fornmulas (1) and (I1), we fail to see
how thi s evidence shows that the APJ erred in interpreting the
term “sequence length” in light of Dolle s specification to
mean “average sequence length”. Even if we were to find that
syndi o-i sobl ock pol yners havi ng nol ecul ar chains in which

syndi otactic and isotactic sequences are present and the
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sequence length is 3-50 nononer units are not new or concl ude
that the sanme polynmers nade by different prior art processes
woul d have been obvious to persons having ordinary skill in
the art in view of prior art teaching, the patentability of
Dol l e s new processes for making the old or obvious polyners
using the specific netall ocene catalysts or the specific

nmet al | ocene catal ysts which Doll e al one decri bes as useful for
maki ng the old or obvious polyners is unaffected. The
patentability of a product does not depend on the

patentability of its method of production and vice versa.

In re Thorpe, 777 F.2d 695, 697, 227 USPQ 964, 966 (Fed. Gr

1985). The patentability of Dolle s process of nmaking and/or
nmet al | ocene catal yst for use in making syndi o-i sobl ock
pol ymer s having nol ecul ar chains in which syndiotactic and
i sotactic sequences are present and the sequence length is 3-
50 nononmer units does not depend on the patentability of the
product made.
Next, Dr. Scott states (Declaration of Carl Scott, pp. 8-
9 (RE 7-8); enphasis added):
| assune that Dolle et al by calling in their
clainms for a “syndio-isobl ock pol yner having nol ecul ar
chains in which syndiotactic and isotactic sequences are
present and the sequence length is 30[sic]-50 nononer

units...” did not intend . . . by the quoted | anguage
to call for syndiotactic polypropylene or isotactic

70



| nterference 103, 482

pol vpr opyl ene which were well known in the prior art.

Neverthel ess, Dr. Scott also states (Declaration of Car
Scot t,
p. 9 (RE 8)):
Based upon this assunption and the foregoi ng anal ysis,
| believe that one skilled in the art reading the
specification and clains of Serial No. 147,006 of
Dolle et al, would not be able to deduce the limts
of a polymer sequence said to be an isotactic sequence
or a syndiotactic sequence, w thout know ng nore about
the particul ar nonenclature or analysis techniques used
by the author in describing the pol yner sequences.
Thus, rather than question the APJ's hol ding that the phrase
“sequence |l ength” in the phrase “syndi o-isobl ock pol yner
havi ng nol ecul ar chains in which syndiotactic and isotactic
sequences are present and the sequence length is 3-50 nononer
units” refers to the average sequence | ength of each of the
i sotactic and syndiotactic sequences present, Dr. Scott
declares that he is unable to deduce the limts of a polyner
sequence said to be an “isotactic sequence” and/or a
“syndi ot acti ¢ sequence,” i.e., the neaning of the phrases
“isotactic sequence” and “syndi otactic sequence,” fromDolle’'s
specification (id.).

Dol I e Application 08/ 147,006 presunes that persons

skilled in the art of polynerizing propylene or 1-ol efins
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reasonably woul d have understood the neaning of the terns
“isotactic”

and “syndiotactic” as they relate to and define polyol efins.
For exanple, at page 1 of the specification Dolle states:

It is known that pol ypropyl ene exists in various
structura

i somers:
(a) hi ghly isotactic pol ypropyl ene in whose
nol ecul ar chains alnost all of the tertiary carbon

at ons have
t he sanme configuration,

(c) syndiotactic polypropyl ene in whose nol ecul ar chai ns
every second tertiary carton [sic] atom has the sane
configuration .

It is axiomatic in patent |aw that patent applicants need

not disclose in the specification, and preferably omt from

the specification, that which is well known in the art.

Hybritech, Inc. v. Mnoclonal Antibodies, Inc., 802 F.2d at

1384, 231 USPQ at 94; Lindemann Maschi nenfabrik GVBH v.

Anerican Hoist & Derrick Co., 730 F.2d 1452, 1463, 221 USPQ

481, 489 (Fed. G r. 1984). That the terns isotactic and

syndi otactic were well known in the art at the tinme Dolle
filed U S. Application 08/ 147,006 filed Novenber 1, 1993, U S
Application 07/927,869, filed August 10, 1992, U. S.
Application 07/525,096, filed May 17, 1990, and Fed. Rep.
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CGermany P3916553.1, filed May 5, 1989, is evident fromthe
prior art cited of record in this interference. For exanple,
Ewen teaches at colum 2, lines 39-46, of U S. Patent
4,522,982 (EE Il), patented June 11, 1985:

It will be appreciated by those skilled in the art
that pol ypr opyl ene has heretof ore been prepared in various
forms.The fornms which are well known to those of skill in the
art are i sotactic, syndiotactic, atactic and isotactic-
atacti c-

stereoblock. The latter material was defined by Natta et

al, as consisting of segnents of isotactic pol ypropyl ene
and segnents of atactic polypropylene within the sane chain.
At colum 1, line 24, colum 2, line 29, of U S Patent
4,892,851 (EE I), patented January 9, 1990, and based on an
application filed July 15, 1988, Ewen et al. neticul ously
define the terns isotactic and syndiotactic as applied to
pol ypr opyl ene and conpare the characteristics of each to the
other “[a]s disclosed in . . . patent references and as known
inthe art” (U S. Patent 4,892,851, col. 1, |. 43-44). Thus,
Dr. Scott’s viewthat Dolle’ s disclosure i nadequately supports
the clained invention can have nerit only if persons skilled
in the art, having know edge of Randall’s general teaching and
Buschernohl e’ s published formulas for cal cul ati ng average

sequence length of isotactic and syndiotactic sequences, still
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woul d not have understood the neaning of average sequence
length in the context of the “syndi o-isoblock polyner[s]
havi ng nol ecul ar chains in which syndiotactic and isotactic
sequences are present and the [average] sequence length is 3
to 50 nmononer units“ of Dolle s clains.

Even if persons having ordinary skill in the art would
have interpreted the phrase “sequence |length” to nean “average
sequence length,” Dr. Atwood decl ares that the neani ng of
“average sequence length” as applied to the sequence | ength
of the isotactic sequences and the syndiotactic sequences of
t he pol ypropyl enes or polyolefins to which Dolle refers in
Application 08/ 147,006 is unclear because average seguence
| ength may be determned in many different ways. Dr. Atwood
states at page 1 of the Second Declaration of Jerry L. Atwood
(RE 16; enphasis added):

Fundanmental |y, the Dolle position as presented in Dolle
Qpposition Motion No. 1 and Dr. Wnter’s decl aration

appears to be that the term “sequence | ength” actually
nmeans

a nunber average sequence length as determned in
accor dance

with equations ultimately | eading to equations 23 and 24
as

found in Randall . . . . If the term “sequence |ength”

were consi dered out of context, this is one possible
nmeani ng

of the term but it is by no neans the only neaning. It
is
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sinply inpossible based on the disclosure found in . . .
Application Serial No. 147,006 to deternm ne what speci al
neaning is to be attributed by the phrase “a sequence

| ength
of 3-50 nononer units” whether it is applied to an

i sotactic
sequence or to a syndiotactic sequence or to a

di stribution
of nmeso and racem c dyads as Dr. Wnter may be arguing.

We cannot agree with Dr. Atwood s conclusion that “[i]t
is sinply inpossible based on the disclosure found in
Application Serial No. 147,006 to determ ne what speci al
meaning is to be attributed by the phrase ‘a sequence | ength
of 3-50 nononer units’” (id.). Dr. Atwood has not expl ai ned
why persons skilled in the art, with full know edge of
Randal | s teachi ng and Buschernohl e’ s formul as for cal cul ating
aver age sequence length, (1) would not have understood that
t he sequence | engths of stereochem cal additions of vinyl
pol ymers may be accurately described in terns of the average
sequence length of |ike configurational placenents in
accordance wth Randall’s teaching (EE VI), and (2) could not
have accurately cal cul ated the average sequence length for the
isotactic and syndiotactic sequences present in a polyolefin
fromthe uni que stereochem cal pentad distribution indicated
by its C13 NWR spectra and the totality of infornmation Dolle

di scl oses, especially since Dolle discloses the average
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sequence | ength of each of the isotactic (n,,) and

syndi otactic (ny,) sequences which he calculated for the

pol ymer of each of his exanples and the unique stereochem cal
pentad distribution indicated by the polynmer’s C 13 NWR
spectra. Dolle s Exanples 3-12 provide (1) the average

i sotactic sequence length (n,) and the average syndiotactic
sequence length (ng,) for each of the different syndio-

i sobl ock pol ypropyl enes prepared by the process of naking

pol yol efins descri bed in each exanple, and (2) the pentad

di stributions indicated for each pol ynmer

froma C 13 NWR spectrum anal ysis of each polynmer prepared in
accordance with the method of maki ng pol yol efins described in
each exanple. While Dolle Application 08/ 147,006 does not
show one skilled in the art precisely how he cal cul ated the
aver age sequence length of the isotactic and syndiotactic
sequences for any given polyolefin, we find that Dolle’s
specification as a whole woul d have enabl ed persons skilled in
the art with full know edge of Randall’s and Buschernohl e’ s
di sclosures to accurately determ ne the average sequence

l ength of the syndiotactic and isotactic sequences of any new
pol yol efin

based on a triad analysis of the pentad distribution fromits
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C- 13 NMR spectrum

Wnter cites (RD 2-4) Randall for its teaching that the
aver age sequence length of the isotactic and syndiotactic
sequences of a polynmer nmay be cal cul ated using either a pentad
or triad analysis of the pentad distribution indicated by its
C- 13 NWR spectrum According to Wnter, a triad analysis is
preferred (RD 3). Ewen does not deny, and the greater weight
of evidence supports our finding, that Randall’s teaching was
wel | known to persons having ordinary skill in the art at the
time Dolle' s earliest applications were filed (RD 2-3; RE 27-
28,
para. 4; RE 36-37, para. 4; DE 9, pp. 38, 139, and 141
(footnotes 93 and 131)). Cting Randall’s instruction,
Wnter declares (RD 2; enphasis added):

To get a better accuracy, instead of the data of the

pent ad
analysis normally the data of the triad analysis are used
for the sequence length calculation (Randall, page 2092,

line 26).
At page 2092, Randall states:

Since the relative areas of the mmr resonance appears
{sic] to be too large relative to the rrnmand nrrm
resonances and

could be a major source of error in the analysis, it may

be better to reduce the pentad data to triads . . . [to

cal cul ate] the average sequence length . . . . [T]he
error
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in anal yses of polyners with | ong average sequence

| engt hs can be high. . . . Despite this handicap, this

nmet hod
coul d provide an accurate determ nation of the average
sequence | engths in anorphous pol ypropyl enes and ot hers
where the average sequence length is | ess than ten units.

In the paragraph bridging pages 2093-2094, Randal |l concl udes:

Aver age sequence lengths in the 1-5 range can probably

be determined with a high degree of accuracy. Wth the

present nmethod for area determ nations, the accuracy is

estimated at +15 per cent for sequences of |ike additions

5-10 units long and +25 per cent for a range of 10-15
units.

As assignnents are confirmed, the accuracy wll depend

totally upon the nethods used to neasure rel ative areas.

Sonme assignnment difficulties can be resolved if the
observed

resonances can be conbined to produce either diad or
triad

distributions. This approach will depend, of course,
upon

an identification of resonances that arise from sequences

wi th comon diad or triad centers.

We note that Buschernohle, citing Randall, used data froma
triad analysis of C13 NWR spectrumand Wnter’s fornul as
(rrr) and (1V), which correspond to Wnter’s formulas (1) and
(I'')(RD 2-3), to calculate the average sequence |length for

i sotactic and syndi otactic sequences of her pol ypropyl enes (DE
9, pp. 38-39). W repeat our finding, based on the

uncont ested declaration of Wnter (RD 2), Buschernohle’'s
corroborative citation of Randall (DE 9, pp, 38-39), and Dr.

Gaut hier’s declarations (RE 27-28
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and 36-37), that Wnter’s formulas (I-1V) woul d have been both
derivable from Randal |’ s teachings and known to persons
skilled in the art as of the earliest effective filing date of
the subject matter clained in Dolle s applications.

Nevert hel ess, Dr. Atwood persists, “[i]t is sinply
i npossi bl e based on the disclosure found in the party Dolle’s
Application Serial No. 147,006 to determ ne what speci al
nmeaning is to be attributed by the phrase ‘a sequence |length
of 3-50 nononer units’ whether it be applied to an isotactic
sequence or to a syndiotactic sequence or to a distribution of
meso and racem c dyads as Dr. Wnter may be arguing” (RE 16;
enphasi s added). W disagree with Dr. Atwood’ s assessnent of
Dol | e’ s di scl osure.

Dr. Atwood first reasons that the term “sequence | ength”
or “isotactic sequence” has a different meaning in Kam nsky et
al, US Patent 4,841,004 (EE VII), which is assigned to the
sane assignee as Dolle Application 08/147,006 (RE 16, | ast
full sentence). For exanple, Dr. Atwood points out (RE 17):

In the ‘004 patent, a reference to an isotactic sequence

of 2 nonomer units necessarily means just what it says

since any isotactic sequence nust necessarily have at

| east 2 nononer units. Finally, in the various exanples,

the * 004 patent makes reference to “an isotactic sequence
length of n....”
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In Iight of Kam nsky’s disclosure, Dr. Atwood opines that
persons skilled in the art could not have determ ned from
Dol l e’ s specification whether references to “isotactic
sequences” refer to average |ength sequences or not (RE 17).
However, Dr. Atwood does not explain why the invention

di scl osed by Kami nsky and the definitions Kam nsky used in his
specification to define the subject matter he cl ai ned woul d
have led the skilled artisan to interpret the subject matter
Dolle clains in a manner inapposite to the teaching of Dolle’s
specification. Dolle’ s claimlanguage is to be interpreted in
light of its supporting specification, i.e., in light of the
description of the invention in Dolle Application 08/ 147, 006.

Standard G| Co. v. Anerican Cvanamid Co., 774 F.2d 448, 227

USPQ 293 (Fed. Cir. 1985), instructs at 452, 227 USPQd at
296:
The descriptive part of the specification aids in
ascertaining the scope and neani ng of the cl ains
i nasmuch as the words of the clains nust be based
upon the description. The specification is, thus,
the primary basis for construing the clains.
So long as they use words in the sane way in the clains and in

the specification, inventors may be their own | exicographers.

Fonar Corp. v. Johnson & Johnson, 821 F.2d 627, 632, 3 USPQd

1109, 1113 (Fed. Cr. 1987).
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The clains in Application 08/ 147,006 are to be read
primarily in light of the specification of Dolle Application
08/ 147,006. Dolle's specification (1) defines n,,, as the
average length of isotactic sequences, (2) defines ng, as the
average |length of syndiotactic sequences, (3) provides
nunerical values for n;, and ng, for polypropyl ene produced by
the process of each of Exanples 3-12, (4) describes a unique
stereochem cal pentad distribution for polypropyl ene produced
by the process of each of Exanples 3-12 fromits respective C
13 NMR spectrum and thus, (5) provides information sufficient
to enable one skilled in the art to (a) accurately cal cul ate
t he average sequence length of the isotactic and syndiotactic
sequences of newly synthesized pol yol efi ns based on Randall’s
preferred triad analysis of the unique pentad distribution of
each polymer fromits C 13 NVWVR spectrum using art-recogni zed
formul as for cal cul ati ng average sequence | ength, and (b)
verify the cal culations of the average sequence |ength of the
i sotactic and syndi otactic sequences by reference to the n,

and n,, disclosed for the pol ypropyl ene of each of Dolle’ s

syn
exanples. In short, we find it incongruous that persons
skilled in the art would have understood fromDolle’s

specification, especially including the supporting exanpl es,
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that the average sequence |length of the isotactic and

syndi otactic sequences to which Dolle s clains refer may be
calculated in a manner inconsistent with Randall’s well known
teaching that the average sequence length is nbost accurately
calcul ated using a triad analysis of G 13 NWR pentad

di stributions and fornulas well known for use in cal cul ating
aver age sequence length based on a triad analysis, especially
given Doll e’ s reference exanples providing pentad distribution

data based on C- 13 NWR spectra and calculated n,,, and n

i so syn

values with which to verify one’ s cal cul ati ons.

Therefore, contrary to Dr. Atwood’ s opinion (RE 16-17),
we find that Dolle s references to “an average | ength of
i sotactic sequences” and “an average |ength of syndiotactic
sequences” have special neanings and that their special
meani ngs readily could have been determ ned fromthe
di scl osure of Dolle Application 08/147,006. The average
sequence | ength values (n;,, and ny,) Dolle provides for the
pol ymers produced by the nethods of his exanples can only be
reproduced enploying the accurate triad analysis of Dolle’s
pentad distribution data Randall| describes and the fornul as

persons skilled in the art, eg. Buschernohle, are known to

have utilized for cal cul ati ng average sequence | engths based
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on a triad analysis of pentad distribution data. Persons
skilled in the art would have realized fromDoll e s disclosure

that the n_. and n

1 SO

sn vValues for the polynmers produced by the
processes of Dolle’s exanples, and accordingly, the n;, and ng,
values for all polynmers produced by the processes and

catal ysts Dol l e clains, cannot be cal culated fromthe uni que
pentad distribution data Dolle and others provide using |ess
accurate anal yses and different formulas.

Dr. Atwood opines that Randall’s equations are based on
certain presunptions and that the n;, and n,, values Dol le
reports for Exanple 8 cannot be verified fromthe reported
data from Randal |’ s equations. W can neither confirm nor
deny Dr. Atwood’ s opinions based on the evidence presented
inthis interference. The record shows that (1)
Buschernohle’s fornmul as were known in the art at the tine
Dolle filed his applications (DE 9), (2) Ewen did not deny
Wnter’s declaration that Wnter’s formulas (1) and (11) are

based on, and derived from the Randall cal culations (RD 2-3),

and (3) the n,,, and n

1 SO

val ues Dol le reports for Exanple 8 can

syn

be verified fromthe data Dol | e discl oses using Buschernohle’s

formulas for calculating n and n,, which are nere

i so syn

transformations of Wnter’s forrmulas (1) and (I1)(RD 3-4).
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Thus, it would have been well within the ordinary skill of the
artisan to cal cul ate the average sequence length for the

i sotactic and syndiotactic sequences of the pol ypropyl enes of
Dol | e’ s Exanpl es 3-12 using Buschernohler’s formulas, verify
Dol l e’ s disclosed results, and then screen other polyol efins
for “mnol ecular chains in which syndiotactic and isotactic
sequences are present and the sequence length is 3 to 50
nmonomer units” by accurate triad anal yses of pentad
distributions fromC 13 NMR spectra and cal cul ati ons based on
Buschernohler’s prior art fornmulas. The preponderance of the
evidence presented in this interference indicates that it
woul d have been well within the ordinary skill in the art to
determ ne the netes and bounds of the subject matter Dolle

cl ai ns.

Mor eover, the evidence indicates that our interpretation
of the language of Dolle s clains is not only consistent with
t he description of the invention and exanples in Dolle
Application 08/ 147,006 but al so consistent with the
description of the invention and exanples disclosed in Ewen,
U S. 5,036,034; Ewen
et al., US 4,892 851; and Ewen, U S. 4,522,922, based on

simlar calculations using C13 NVR pentad distribution data
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provi ded for each disclosure’s exanples (RD 4-5). W cannot
accept Dr. Atwood s view that persons skilled in this art
woul d have been confused by the | anguage of Dolle’s clains in
Iight of Dolle s exanples and the distinctions he nmakes

bet ween the syndi o-i sobl ock pol yners nade by the processes he
clainms and the syndiotactic and isotactic-stereobl ock

pol yol efins made in accordance with prior art processes. That
sone effort mght be required to deternmine the netes and
bounds of the subject nmatter Dolle clains is not detrinental
to patentability. Ewen has not established that persons
skilled in the art would have been confused by the | anguage of
Dolle s clainms or unduly burdened to determ ne the netes and
bounds of the subject matter clainmed. Considered in a vacuum
t he | anguage of inventors’ clainms nay be confusing to anyone
working in the art. However, persons having ordinary skill in
the art nust interpret claimlanguage in |ight of the
supporting specification. 1In that |light, the neaning of the

phrase a syndi o-i sobl ock pol yner having nol ecul ar chains in

whi ch syndiotactic and isotactic sequences are present and the

sequence length is 3 to 50 npnonmer_units” in dainms 4, 16, 19,

28, 31, and 32 of Dolle Application 08/147,006 woul d have been

sufficiently definite.
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We proceed to interpret the neaning of the phrase “used

to make a catalyst to produce syndio-isobl ock pol yners having
nmol ecul ar chains in which syndiotactic and isotactic sequences
are present and the sequence length is 3 to 50 nononmer units”
(enphasis added) in Cains 32-35 of Application 08/ 147,006
(Appendi x D). The phrase “used to nmake a catalyst” in Dolle’s
clains does not appear to limt the clainmed netall ocenes or
net al | ocene catal ysts any nore or |less than would the
functional | anguage “useful to nmake a catalyst” or “for use in
making a catalyst” in its stead. The histories of prosecution
of the netall ocene conpounds clainmed in Dolle’ s applications
and Ewen’ s pendi ng and patented applications, and the
argunents made in this interference, indicate that the phrase
“used to make a catalyst” has been and is to be interpreted as
a functional limtation of the scope of the clained

net al | ocene conpounds. For exanple, conpare Claim1l of Ewen,
U S Patent 5,036,034, to daiml in Ewen’s pendi ng Rei ssue
Appl i cation 08/489,800. Wether the clained netall ocene
conpounds are “used to nmake a catalyst,” “useful to nmake a
catal yst” or available “for use in making a catalyst”, the
scope of netall ocene conpounds cl ai ned appears to be the sane.

We do not understand, and neither party to this interference
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has adequately expl ai ned, how or why cl ai mred conpounds used
for maki ng a catal yst for production of syndio-isobl ock
polymers differ from conpounds of the sane formula useful to
make, or available for use in making, catalysts for production
of the sane syndi o-i sobl ock pol yners.

More significant to our understanding of the netes and
bounds of the clainmed netall ocene conpounds, and netall ocene
catal ysts conprising the sane netal |l ocene conmpounds, is the
extent to which the | anguage “used to make a catalyst to
produce syndi o-i sobl ock pol ynmers having nol ecul ar chains in
whi ch syndiotactic and isotactic sequences are present and the
sequence length is 3 to 50 nonomer units” in Clains 32-35
further limts the scope of the netall ocene conpounds defined
by gener al
formula (1) in Dolle’s Claim32. W hold, consistent with
the APJ' s earlier decisions (Paper No. 52, pp. 9-11; No. 54,
pp. 8-13; No. 55; No. 58; No. 60; No. 61, pp. 2-3; and No. 77,
pp. 6-7, bridging para.), that the claimlanguage functionally
limts the scope of the clained netall ocene conpounds havi ng
the general formula (1) to those netall ocene conpounds of
general formula (1) which invariably catal yze production of

“syndi o-i sobl ock polyners” as defined in Dolle’ s Claim 32
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under conventional polynerization conditions. Conpare the

APJ’ s interpretation of conparable claimlanguage in Ewen,

U S b5, 036,034 (Paper No. 52, p. 11, first full para.), with

the disclosure in Ewen, U S. 5,036,034 (Appendix F), at columm

5 Iline 65, to colum 6, line 3, and colum 9, |ines 26-28.
The APJ consistently interpreted |language in Dolle’s

Claim32 which is substantially the sane as that appearing in

Claim1l of Ewen, U S. 5,036,034, as follows (Paper No. 77,

pp. 6-7, bridging para.):

Dol l e’ s cl ai mdoes not expressly conbine two inventions
into a single claim Rather, Dolle’s clained invention
is expressly directed to a netall ocene conpound. In ny
view, the |anguage “used to nake a catal yst to produce
syndi o-i sobl ock polyners . " serves to further [imt
the clained netallocenes. . . . [T]he claimis simlar
to a product by process claimwhere the reference to the
process may further characterize the product. To cone
within the scope of Dolle s claim32, for exanple, the
met al | ocene nmust not only nmeet forrmula | but nust only
“produce syndi o-i sobl ock pol yners havi ng nol ecul ar chai ns
in which syndiotactic and isotactic sequences are present
and the sequence length is 3 to 50 nononmer units by
pol ynmeri zation of an olefin” of the specified fornula.
Conmpounds whi ch produce such pol ynmers and al so produce
pol ymers that do not have the requisite average seguence
I ength due to the particular process conditions do not
neet
the express limtations of the claim The construction
is consistent with Dolle’ s specification. See Dolle
Specification, p. 3, lines 5-12.

Ewen has not explained why the APJ's interpretation of the

| anguage in Dolle' s clains is erroneous. The APJ's
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interpretation, which we hereby adopt, is consistent with
Ewen’s own interpretation of the scope of clains which contain
conpar abl e | anguage in Ewen, U S. 5,036,034 (Ewen Opposition
No. 1 To Dolle Mdtion For Judgment) (Paper No. 29)(APJ Deci sion
On Dol le Motion For Judgnment Pursuant To 37 CFR § 1.633(a)
(Paper 14) (Paper No. 52)). Dolle asked the APJ to hold Ewen’s
claimed “netal | ocene conpound used to nmake a catalyst to
produce hemisotactic olefin polynmers conprising the general
formula R (CpR) (CpR ) MHal ,* (Ewen, U.S. 5,036,034, Caim1l)
unpat ent abl e over netall ocene conpounds generally described in
Mya, U S Patent 4,931,417 (Appendi x B), and/or Klouras.
Ewen argued (Paper No. 29, p. 3):

What the party Dolle has done in its attenpt to show

anticipation, is to sinply ignore very inportant

limtations

found in independent clainms 1 and 5 of the Ewen patent.
Thus, independent claim1l1 calls for a netall ocene

conmpound
“used to make a catalyst to produce hemisotactic olefin
polymers ....” . . . . The party Dolle’ s analysis of the
Ewen clains and the prior art references conpletely

i gnor es

[sic] these claimlimtations .
Ewen cited the follow ng statement fromDr. Atwood’s
decl aration (Paper No. 29, p. 4):

[While the Mya patent discloses many netal |l ocene

conmpounds, both bridged and unbridged, sone of which are
shown to be effective in producing isotactic

pol ypr opyl ene
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or atactic polypropylene, there is no disclosure in Mya

et al of metallocene catal ysts effective in the
producti on

of hem i sotactic pol ypropyl ene .

Ewen continued (Paper No. 29, pp. 6-7):
[ T] he significance of the claimlimtations disregarded
by the party Dolle in putting forth its notion, becone
all the nore apparent when one considers the file history
of the BEwen ‘034 patent. The clains in the Ewen
application
were rejected on the grounds of obvi ousness type

double patenting in view of clains of [Ewen et al.,] US.
Patent No. 4,892,851 . . . . The cla|n1lln1tat|0ns whi ch

party Dolle has conpletely disregarded . . . played a
significant part in securing allowance . 8

Ewen previously argued (Paper No. 29, p. 8), and our
interpretation of the functional |anguage of Dolle’ s O aim 32
in-part is based on, the axiomthat “[c]lainms are to be read
and construed in light of the specification and the

prosecution history . . . .” ACS Hosp. Sys., Inc. V.

Mont ef i ore Hosp. ,

8 During prosecution of the subject matter clained in
U S. 5,036,034, Ewen urged (Paper No. 29, p. 7):

There is no reference to or suggestion of hemisotactic
polyolefins . . . in any claimof U S. Patent No.
4,892, 851.
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732 F.2d 1572, 1577, 221 USPQ 929, 932 (Fed. G r. 1984). The
axiom applies to the subject matter Dolle clains just as it
applied to the subject matter clained in Enen, U S. Patent
5, 036, 034.

Finally, because (1) Cains 4, 16, 19, and 31 (Appendi x
D) of Dolle Application 08/ 147,006 are directed to processes
for preparing “a syndio-isobl ock pol yner having nol ecul ar
chains in which syndiotactic and isotactic sequences are
present and the sequence length is 3 to 50 nononmer units by
pol ynmeri zati on of propylene or an olefin of the fornula
RCH=CHR in which Rand R are identical or different and are
an al kyl radical having 1 to 14 carbon atonms or R and R
conbine with the carbon atons joining themtogether to forma
ring”; (2) Claim36 of Dolle Application 08/ 147,006 is
directed to the process of Claim31l for preparing a syndio-
i sobl ock pol ymer having nol ecul ar chains in which syndiotactic
and isotactic sequences are present and the sequence length is
3 to 50 nononer units by polynerization of an olefin (Caim
31) “wherein said olefin is ethylene or propylene”; and (3)
Claim 37 of Dolle Application 08/ 147,006 is directed to the
process of Claim31l "wherein said olefinis a 1-olefin”, Ewen

argues, purportedly supported by Dr. Gauthier’s declarations

91



| nterference 103, 482

(RE 29-31; RE 41-43), that persons skilled in the art
i mredi at el y woul d have recogni zed that Dolle’'s clains are
directed to i npossible processes. Dr. Gauthier declares (RE
29: RE 41):
It is, in my expert opinion, literally inpossible
to polynerize ethylene to arrive at a syndiotactic
pol yet hyl ene, an isotactic polyethylene, or a polyner
havi ng i sotactic and/or syndiotactic bl ocks of ethylene.
One skilled in this art would not know how to polynerize
ethylene to provide a polynmer having syndiotactic and
i sotactic sequences, and as indicated above, it is, in
my opinion [sic], that this is a chem cal inpossibility.
It is, of course, further inpossible to characterize
pol yethyl ene in terns of the Wnter Equations .
Dr. Gauthier further declares that it is unclear fromDolle's
specification how to assign or apportion isotacticity and
syndiotacticity to sequences of polyners resulting fromthe
pol ynmeri zation of internal olefins or sequences of copolyners
(RE 29-31; RE 41-43).
We find that persons having ordinary skill in the art
woul d have understood that the ternms syndi o-i sobl ock
syndi otactic, and isotactic are neaningless in the limted
context of honopol yners produced by the pol ynerization of

et hyl ene, irrespective of the polynerization catal yst or

pol yneri zati on conditions. Ethylene honopol yners prim facie
cannot be syndi o-i sobl ock pol ynmers having nol ecul ar chains in
whi ch syndiotactic and isotactic sequences are present.
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However, it is our view that no persons skilled in the art
reasonably woul d have interpreted the processes Dolle clains
as being directed to processes for producing a syndi o-isobl ock
pol ymer by polymnerizing ethylene itself. Accordingly, we
conclude that Dolle’'s clains are not directed to processes for
t he preparation of polyethyl ene.

Qur interpretation of the |anguage of Dolle’'s clainms is
consistent with the interpretation of the scope of the clained

subject matter in In re Angstadt, 537 F.2d 498, 190 USPQ 214

(CCPA 1976). Angstadt’s clains were directed to an inproved

“process for the catal ytic oxidation of secondary or tertiary
al kyl aromati ¢ hydrocarbons of the formula . . . in the
presence of air or oxygen at a tenperature of from about 80 to
150°C

to forma reaction m xture conprising the correspondi ng
hydroperoxides . . . wherein the catalyst is of the formula
MK, (HAPA) ., . . . wherein the ratio of said catalyst to said

al kyl aromati ¢ hydrocarbon is fromabout 0.1 to 5.0 parts by

wei ght of catal yst per 100 parts by weight of al kylaromatic

hydrocarbon.” 1n re Angstadt, 537 F.2d at 500, 190 USPQ at

216.
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Angstadt first instructs at 537 F.2d at 501, 190 USPQ at 217
[T]he claimlimtation “to form™* * *
hydr oper oxi des” nust be given effect since we nust give
effect to all claimlimtations. See In re Geerdes,

491 F.2d 1260, 180 USPQ 789 (Cust. & Pat. App. 1974): In
re WIlder, 429 F.2d 447, 57 CCPA 1314, 166 USPQ 545 (1970).

Simlarly, we nust give effect to the phrase “for the
preparation of a syndi o-isobl ock pol ymer having nol ecul ar
chains in which syndiotactic and isotactic sequences are
present and the sequence length is 3 to 50 nononmer units” as a
functional limtation of Dolle’s clains. That is, even if
Dolle s clainms could be broadly interpreted to read on
processes for honopol yneri zing ethyl ene or any ot her
symmetrical olefin without a 1-ol efin conononer, persons
skilled in the art immediately woul d have understood from
Dol l e’ s disclosure that the processes clained include only

t hose processes for produci ng polynmers fromol efin nmononers
whi ch nmay be pol ynerized to form syndi o-isobl ock pol yners
havi ng nol ecul ar chains in which syndiotactic and isotactic
sequences are present. “There is nothing intrinsically wong
in defining sonething by what it does rather than what it is.”

In re Echerd, 471 F.2d 632, 635, 176 USPQ 321, 322-23 (CCPA

1973).
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The interpretation that Dolle’ s clains read on inpossible
processes of preparing syndi o-i sobl ock pol ynmers having
nmol ecul ar chains in which syndiotactic and isotactic sequences
are present by polynerizing ethylene itself, for exanple, the
interpretation Ewen and Dr. Gaut hier woul d have us adopt,
ignores both the general rule that all claimlimtations mnust
be given effect and the teaching of Dolle s specification as a
whole. Dolle’ s specification teaches, “[t]he invention
relates to a syndi o-i sobl ock pol ynmer having |long isotactic and
syndi otacti c sequences and to a process for its preparation”
(Dol'l e Application 08/147,006, Spec., p. 1, |I. 1-3).

On simlar facts wherein the process Angstadt clainmed
could be read to enconpass both operative and i noperative

enbodi nents, the court concluded, In re Angstadt, 537 F.2d at

504, 190 USPQ at 219 (enphasis added):

Depriving inventors of clains which adequately protect
themand limting themto clains which practically invite
appropriation of the invention while avoiding
i nfringenment
i nevitably has the effect of suppressing disclosure.
What
t he dissent seens to be obsessed with is the thought of
catal ysts which won’t work to produce the intended
resul t.
Wt hout undue experinentation or effort or expense
t he
conbi nati ons which do not work will readily be discovered
and, of course, nobody will use them and the clains do
not cover them
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Simlarly here, wthout undue experinentation or effort or
expense, persons having ordinary skill in the art could
readi ly determ ne which nononers cannot be used “for the
preparation

of a syndi o-isobl ock pol ynmer having nol ecul ar chains in which
syndi otactic and isotactic sequences are present and the
sequence length is 3 to 50 nononer units” and, of course,
nobody will use themto prepare syndi o-isobl ock polymners
havi ng nol ecul ar chains in which syndiotactic and isotactic
sequences are present, and Dolle’s clainms do not cover them as

a mtter of law. Accord In re Johnson, 558 F.2d 1008, 1016,

194 USPQ 187, 194 (CCPA 1977) ("It is clear that those skilled
in the art would have no troubl e ascertaini ng whet her any
particul ar polymer falls within the scope of . . . [the
claiml”).

Mor eover, Ewen has not shown, contrary to the objective
teaching in the specification of Dolle Application 08/ 147,006
at pages 11-12, bridging para., that syndio-isotactic polyners
havi ng nol ecul ar chains in which syndiotactic and isotactic
sequences are present, cannot be prepared by pol ynerizing an
olefin selected fromthe group consisting of ethylene,

propyl ene, and ol efins of the formula RCH=CHR in which R and
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R are identical or different and are an al kyl radical having
1 to 14 carbon atons or R and R conbine with the carbon atons

joining themtogether to forma ring, at least in the presence

of a conmpbnoner. Accordingly, we are not persuaded by Ewen’s

argunents, based on Dr. Gauthier’s unsupported opinions, that
certain processes which Dolle clains are incapable of being
used to prepare a syndi o-i sobl ock pol ynmer havi ng nol ecul ar
chains in which syndiotactic and isotactic sequences are
present, i.e., are inoperable.

Wiile we generally agree with Dr. Gauthier’s view that
the terns “syndi o-isobl ock polyner”, “syndiotactic and
i sotactic sequences”, and “sequence length is 3 to 50 nononer
units” are classically defined in reference to stereochem cal
configurations of the nmononmer units of polypropyl ene and
al pha-pol yolefins relative to the planes of their polyneric
chains, skilled artisans have presuned their applicability to
ot her pol yol efi ns.
For exanple, see Ewen, U S. 5,036,034 (Appendix F), colum 4,
lines 50-68. Ewen states, “defins, especially propyl ene, my
be pol ynerized to form pol yolefins in various forns:
isotactic, syndiotactic and atactic” (Ewen, U. S. Patent

5,036,034, col. 1, |I. 12-14). Ewen et al., U S. 4,892,851 (EE
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), states (Ewen et al., U S. 4,892,851, col. 1, |. 16-27;
enphasi s added):

The present invention provides a catalyst and
process
for polynerizing olefins having three or nore carbon
at ons
to produce a polyner with a syndiotactic stereochen cal
configuration. The catalyst and process are particularly
useful in polynerizing propyl ene .

As known in the art, syndiotactic polyners have a
uni que stereochem cal structure in which nononmeric units
havi ng enanti onorphic configuration of the asymetric

car bon
atons foll ow each other alternately and regularly in the
macr onol ecul ar nmai n chai n.

Ewen et al. depict the structure and define the nol ecul ar

units of syndiotactic polymers using general Fischer

projection fornmulas and NVR nonencl ature (Ewen et al., U S
4,892, 851,
col. 2, 1. 9, tocol. 3, |I. 6).

We find that persons skilled in the art would have
consi dered broad teachings to polynerize olefins in their
functional context. Ewen defines isotactic polypropyl ene as
containing “repeating units with identical configurations and
only a few erratic, brief inversions in the chain”,

represented by the Fischer projection | N W W W and

designated in Bovey’' s NVR nonencl ature as mmm ( Ewen U. S.
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Patent 5,036,034, col. 1, |I. 14-25). Ewen defines a
“syndi ot acti c pol yner”

as containing “principally units of exactly alternating
stereoi sonmers” by the Fischer projection

\ \
\ \ \

and in Bovey’s NWVMR nonenclature as rrrr (Ewen U.S. Patent
5,036,034, col. 1, |. 34-45). The structure of Ewen’s

“hem i sotactic polyners” is represented by Fischer projections

(3)(Ewen U.S. 5,036,034, col. 1, I. 57-65) and (6)(Ewen U. S.
5,036,034, col. 4, |I. 23-36) where “[t] he second carbon atom
in formula (6) is the asymretric carbon atom i.e., the one

whi ch does not have identical groups attached, hence
‘asymmetric’” (Ewen U.S. 5,036,034, col. 2, |. 8-10).

Most pertinent to the neaning persons skilled in the art
woul d have attributed to the references to ethyl ene and
propyl ene as pol yneri zabl e nononers for produci ng pol yners
havi ng syndiotactic and isotactic sequences in Dolle s clains

are the corresponding definitions of the terns and |ist of

NoNOer s in Ewen’s U S. Patent 4,794,096 (Appendix G, at
col um 2,
lines 3-42. In reference to the scope of polynerizable

nmononer s whi ch persons skilled in the art would consider for
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production of polyners classically defined as having

syndi otactic and isotactic sequences, Ewen states (Ewen, U. S.
4,794,096, col. 1, |I. 18-43; enphasis added):

The present invention provides a hafni um
nmet al | ocene catal yst useful in the polynerization
of olefins, particularly propyl ene and hi gher al pha-
olefins, and in the copolynerization of ol efins,
especially ethyl ene and propyl ene.

The use of netall ocenes as catalysts in the
copolynerization of ethylene and other al pha-olefins
is also known in the art. U S. Pat. No. 4,542,199 to
Kam nsky, et al. discloses a process for the

pol ymeri zati on
of olefins and particularly for the preparation of
pol yet hyl ene and copol yners of pol yet hyl ene and ot her
al pha-ol efi ns.

As in Ewen’s earlier patent disclosures, the
specification of Dolle Application 08/ 147,006 defines the
cl ai med processes
of preparing polyolefins in classical terns of the resultant
syndi otactic and isotactic sequences of the polyner produced
and the ethyl ene and propyl ene nononers pol ynerized to form
the product. Persons skilled in the art reasonably woul d have
interpreted the scope of the subject matter covered by Dolle’s
claims in light of Dolle s disclosure and conventional w sdom
in the art. Convention wisdomin the art instructs that
et hyl ene may only be copol yneri zed to produce pol yners havi ng
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isotactic and syndiotactic sequences. To the extent that
Dolle s clainms mght be broadly interpreted to cover
inpossibilities, the broad interpretation would be

i nconsi stent with conventional know edge in the art and the
teaching in Dolle' s specification as a whol e.

We concl ude that persons skilled in the art would have
recogni zed that Dolle s clainms do not cover inpossibilities.
Syndi otactic and isotactic sequences together with, for
exanpl e, ethylene as the olefinic nononer, are to be
interpreted in the context of copol ynerization processes.

When polynerizing internal ol efinic nononmers, syndiotactic and
i sotactic sequences are defined relative to the asymetric
carbon atons in the polyner prepared. Ewen’s argunents and
Dr. Gauthier’'s view that Dolle’ s clains read on
inpossibilities are unreasonabl e because they are inconsistent
wi th the comon know edge and good sense of persons skilled in
the art. Persons having ordinary skill in the art are
presuned to think along the line of conventional w sdom

Standard G| Co. v. Anerican Cvanamid Co., 774 F.2d 448, 454,

227 USPQ 293, 298 (Fed. Cir. 1985). Ewen’s argunent that
persons skilled in the art would have read the words and

phrases of the processes Dolle clains so to read on
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inpossibilities “presunes stupidity rather than skill.” Inre
Sovi sh, 769 F.2d 738, 743, 226 USPQ 771, 774 (Fed. Cr. 1985).
Contrary to party Ewen’s view, our interpretations of the
nmeani ngs of the words and phrases in Dolle’ s clains, and the
scope of the subject matter enconpassed by Dolle’ s cl ai ns,
have been both systematic and sensible. As said in Autogiro

Conpany of Am v. United States, 384 F.2d 391, 397, 155 USPQ

697, 702 (. d. 1967):

The necessity for a sensible and systematic
approach to claiminterpretation is axiomatic. The
Alice-in-Wnderl and view that sonet hi ng nmeans what ever
one chooses it to nmean nakes for enjoyabl e reading,
but bad | aw.

3. Ewen’ s contentions

A Patentability of Dolle Oainms 4-6, 8,
and 12-37 under 35 U.S.C. 8 102 or 103

Ewen contends that Clains 4-6, 8, and 12-37 of Dolle
Application 08/ 147,006 are unpatentable under 35 U. S. C.
§ 102 over, and/or 35 U S.C. §8 103 in view of, Ewen et al.
U S. Patent 4,892,851 (EE 1), or Ewen et al., “Syndiotactic
Pol ypr opyl ene Pol ynerizations with G oup |1VB Metall ocenes,”
JACS, Vol. 110, No. 18, pp. 6255-6256 (1988)(Ewen JACS) (EE
[11), and so noves for judgnent (Paper No. 18). Ewen’s notion
is denied for Cainms 4-6, 8, 12-26, and 31-37. However, the
notion is granted in-part for Clains 27-30 (Appendi x E)
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Ewen et al., U S. 4,892,851, describes netall ocene
catal ysts which are said to be useful for preparing
syndi otactic polyolefins, particularly pol ypropyl enes, and
processes for the preparation of syndiotactic polyol efins
using the netall ocene catal ysts. The reference does not
specifically describe a netall ocene catal yst which is defined
or enconpassed by Clains 4-6, 8, and 12-37 of Dolle
Application 08/ 147,006. Moreover, Ewen et al, U S 4,892,851
woul d have | ed persons having ordinary skill in the art to
believe that all the netall ocene conpounds therein generically
descri bed are syndi ospecific, i.e., are useful exclusively for
prepari ng pol yol efi ns having syndi otactic stereochen cal
structures.
See the teaching of Ewen et al., U S. 4,892,851 (EE |), at
colum 13, line 59, to colum 14, |line 5 (enphasis added):
It should be further understood that the
syndi ospecific catalysts of the present invention are
not limted to the specific structures recited in the
Exanpl es, but rather, include catal ysts described by
the general fornula given herein in which one Cp ring
is substituted in a substantially different manner so
as to be sterically different. [In the Exanples above,
the rings included an unsubstituted Cp ring and a Cp
ring substituted to forma fluorenyl radical, but
simlar results are obtainable through the use of other
i gands consisting of bridged Cp rings in which one of
the Cp rings is substituted in a substantially different

manner fromthe other Cp ring, e.g., an indenyl radical
and a Cp ring, a tetranmethyl substituted Cp ring and a
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Cp ring, a dialkyl substituted Cp ring and a nonoal kyl
substituted ring, etc.

To the contrary, Ewen, U S. 5,036,034 (Appendix F),
i ndi cates that hemisotactic polyolefins are produced when
ol efins are polynerized using the netall ocene catalysts it
descri bes, irrespective of the polynerization conditions
(Ewen, U.S. 5,036,034, col. 5, |. 65, tocol. 6, |I. 3). Dolle
Application 08/ 147,006 |ikew se suggests that syndi o-isobl ock
pol ynmers are produced when ol efins are polynerized using
the netal l ocene catalysts it describes, regardless of the
pol ynmeri zation conditions (Dolle Application 08/ 147,006,
spec., p. 10, |. 32, to p. 11, |I. 27). Based on Ewen’s
di scl osure
in US. 5 036,034, the APJ found that “no speci al
pol ynmeri zation conditions are necessary to formhemisotactic
pol ymers” and
“any of the conventional neans of polynerization will give a
hem i sotactic structure” when the netall ocenes described in
Ewen, U.S. 5,036,034, catalyze the polynerization of ol efins
(Paper
No. 52, p. 11, first full para.). Dr. Wnter’s cal cul ations,
whi ch we found to be consistent with the average sequence

| ength values for isotactic and syndiotactic sequences
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indicated in each of Exanples 3-12 of Dolle Application

08/ 147,006, confirmthat no pol yner prepared by a process
specifically described in Ewen et al., U S. 4,892,851, for
which a pentad distribution fromits

C-13 NWMR spectra is disclosed, has “nol ecul ar chains in which
syndi otactic and isotactic sequences are present” and the
average “sequence length is 3 to 50 nononer units” (RD 4-5).
In short, Ewen et al., U S. 4,892,851, neither specifically
descri bes subject matter to which Clains 4-6, 8, 12-26, and
31-37 of Dolle Application 08/147,006 is limted, nor
reasonably woul d have suggested a process, netall ocene
conmpound, or netall ocene catalyst of Dolle Clains 4-6, 8, 12-
26, and 31-37 for use in preparing “syndio-isobl ock polyners
havi ng nol ecul ar chains in which syndiotactic and isotactic
sequences are present and the sequence length is 3 to 50
nmonomer units” (Caim 32).

However, Party Ewen argues (Brief Ewen, p. 22, first
para.):

The aforenentioned Ewen et al. JACS article
(Ewen JACS) (Exhi bit D) discloses the sane
i sopropyl ene(cycl opent adi enyl ) (fl uor enyl ) haf ni um or
zirconiumdichlorides as descri bed above with respect
to Ewen 851, that is, Structure (20). Ewen JACS adds
a bit of information with respect to polyner structure
when it refers to an isotactic/syndiotactic polyner
having a stereobl ock mcrostructure indicated by the
icosad -- rrrrrrrrommmrrrrrrrr-- which in terns of
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t he Fi scher projection presentation would be
characterized as foll ows:

\ \ \ \ L A W W W \ \ \ \ (23)
\ \ \ \ \ \ \ \ :

We are not persuaded by the additional structure that
ei t her
Ewen JACS itself or the conbined teachings of Ewen JACS and
Ewen et al., U S. 4,892,851, reasonably would have suggested
an invention enconpassed by Cains 4-6, 8, 12-26, and 31-37 of
Dol I e Application 08/ 147,006 to persons having ordinary skil
in the art. The Zr and Hf netall ocenes with which Ewen JACS
appears to have polynerized propyl ene are not netall ocene
conpounds of Dolle’s clains. The cycl opentadi enyl and
fluorenyl rings of the metall ocenes Ewen JACS enpl oyed were
not substituted in at |east one “R through R" ring position
as Dolle requires for the netall ocenes he clains. Next, the
Zr netall ocene-produced pol ynmer descri bed at page 6256, col unm
1, of Ewen JACS has the mcrostructure --
rerrrnmrrrrrmrrrrronmrrrrr--. Third, Ewen JACS explicitly
states (Ewen JACS, p. 6256, col. 1; enphasis added):

Two percent of the polynmer obtained with Hf consists
of isotactic blocks. The ...rrrrrrrrommmrrrrrrrr. ..
stereobl ock m crostructure or the isotactic/syndiotactic

m xtures are attributed to syndiospecific contact ion
pairs and associ ated neutral, isospecific conpl exes.
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Ewen has not explained how or why the disclosure in Ewen JACS
descri bes subject matter defined by Clains 4-6, 8, 12-26

and 31-37 of Dolle Application 08/ 147,006, or reasonably would
have suggested the subject matter defined by Cains 4-6, 8,
12-26, and 31-37 of Dolle Application 08/ 147,006 to persons
having ordinary skill in the art, either alone or in

conbi nation with the teaching of Ewen et al., U S. 4,892, 851.

However, as did the APJ (Paper No. 54, pp. 8-13), we hold
that Cainms 27-30 (Appendix E) of Dolle Application 08/147, 006
are not limted to netall ocene conpounds and catal ysts which
are useful exclusively for preparing “syndi o-isobl ock pol yners
havi ng nol ecul ar chains in which syndiotactic and isotactic
sequences are present and the sequence length is 3 to 50
mononer units” (Claim32). Cdainms 27-30 are directed to
nmet al | ocene conpounds and catal ysts which are unlimted as to
their utility, e.g.,
(1) metall ocene conpounds and catal ysts for use in preparing
hem i sotactic polyners described in Emen, U S. 5, 036, 034,
whi ch are not “syndi o-i sobl ock pol yners havi ng nol ecul ar
chains in which syndiotactic and isotactic sequences are

present and the sequence length is 3 to 50 nononer units”, or
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(2) netall ocene conpounds and catal ysts for use in preparing
syndi otactic polynmers such as those described in Ewen et al.
U S 4,892,851, and/or Ewen JACS, which are not syndio-

i sobl ock polymers as defined in Clains 4-6, 8, 12-26, and 31-
37 of Dolle Application 08/ 147,006. Accordingly, we concl ude
that the netal |l ocene conpounds and catal ysts of Cains 27-30

of Dolle Application 08/ 147,006 woul d have been prinma facie

obvi ous to persons having ordinary skill in the art under 35
US C 8 103 for use in preparing syndiotactic polyners in

vi ew of the syndiospecific catalysts generically described in
Ewen et al., U S. 4,892,851, particularly those generically
di scl osed at colum 13, line 59, to colum 14, |ine 5,

t her eof .

A prima facie case of unpatentability of the netall ocene

conpounds and catal ysts of Cains 27-30 of Dolle Application
08/ 147,006 under 35 U . S.C. 8 103 having been established in
view of the teaching of Ewen et al., U S. 4,892,851, the
burden shifted to Dolle to provide evidence of patentability,
e.g.,

an unexpected result commensurate in scope with the clained

subject matter. Dolle has not shown that netall ocene
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conpounds and catal ysts comensurate in scope with those
defined in

Clainms 27-30 cannot be used to prepare hemisotactic polyners
out si de the scope of “syndio-isobl ock pol ynmers havi ng

nmol ecul ar chains in which syndiotactic and isotactic sequences
are present and the sequence length is 3 to 50 nononmer units”
or syndiotactic polyners of Ewen et al., U S. 4,892,851, which
Dr. Scott argues would inherently include a substantial nunber
of the isotactic “m stakes” (RE 5-6, bridging para.).

B. Patentability of Dolle Clainms 4-6, 8, 12-26, 28
and 30-37 under 35 U.S.C. 8§ 112, 1st and 2nd para.

Consi stent with the APJ's findings (Paper No. 60) and our
interpretati on herei nabove of the scope of the subject matter
Dolle clains, we find that Dolle’ s clains particularly point
out and distinctly claimthe subject matter which Dolle
regards as his invention in the manner required by the second
paragraph of 35 U.S.C. 8 112. dven our interpretation of the
scope of the subject matter which persons having ordinary
skill in the art reasonably woul d have understood Dol le’s
clainms to cover in light of Dolle s specification, prosecution
hi story, and the knowl edge in the art at the tine, we hold
that Clainms 4-6, 8, 12-26, 28
and 30-37 of Dolle Application 08/ 147,006 are directed to
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subject matter which (1) would have been enabled by its
supporting specification as required by 35 U S.C. § 112,
first paragraph, and (2) is patentable under 35 U S. C. § 101.
Party Ewen has the initial burden to support his notion
for judgnent under 37 CFR 8§ 1.633(a)(Paper No. 18). Ewen
argues that Dolle s clains are unpatentable for essentially
three reasons. First, even assunming that the terns and
phr ases
used in Dolle’ s clains woul d have been considered in |ight of
Dol l e’ s specification and the prosecution history, Ewen argues
that the terns and phrases are so indefinite and
unconventionally utilized that persons having ordinary skil
in the art purportedly would not have understood and coul d not
have readily determ ned the nmetes and bounds of the subject
matter Dolle clainms so to satisfy the requirenents of the
second par agr aph
of 35 US.C. § 112. Second, Ewen argues that the process
step “used to nake” is inproper under 35 U.S.C. 8§ 112, second
paragraph, as a further Iimtation of the conpounds and
catal ysts clained. Third, because Dolle's clains purportedly
i nclude inpossibilities, Ewen argues that Dolle’s

specification could not have enabl ed persons skilled in the
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art to nmake and use the full scope of the subject matter
clained as required under 35 U S.C. 8§ 112, first paragraph.
37 CFR §8 1.637(a) states, “A party filing a notion has
the [initial] burden of proof to showthat it is entitled to
the relief sought in the notion.” Ewen has not net his burden
to establish that Dolle's clains are unpatentabl e under either
35 U S.C. §8 112, second paragraph, 35 U S. C. 8§ 112, first
par agraph, or 35 U.S.C. 8§ 101. Consistent with the APJ's
rulings (Paper No. 60, p. 9, first para.), we have interpreted
t he phrase “sequence length” in light of Dolle s specification
and prosecution history to nean the average |length of the
sequences of the polyners. The evidence shows that (1) the
term “sequence length” is well known in the art; (2) persons
having ordinary skill in the art reasonably woul d have
understood the term “sequence I ength” to nmean the average
sequence |l ength of the sequences of the polyners in |ight of
Dol l e’ s specification, including Dolle’ s exanples; (3) persons
skilled in the art reasonably woul d have understood that
aver age sequence length can be accurately cal cul ated based on
a triad analysis of the pentad distribution data from C 13 NWR

spectra by use of fornulas known to persons having ordinary
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skill in the art; and (4) persons skilled in the art could
have verified their calcul ations of

t he average sequence | engths of the syndiotactic and isotactic
sequences of any new polyolefin and the relationship of their
pol yolefin to the syndi o-i sobl ock polynmers defined in Dolle
clainms by reference to the C-13 NWR pentad data and aver age
sequence lengths that Dolle provides for the syndiotactic and
i sotactic sequences of polyners prepared in accordance with
his exanples. Considering all the evidence before us, it is
our view that Ewen has not net its burden to establish that
Dol le s clainms which include references to “sequence | ength”
are so vague and indefinite that persons having ordinary skil
in the art reasonably woul d not have understood, or could not
have readily determ ned, the netes and bounds of the subject
matter clainmed in the manner required by the second paragraph
of 35 U S.C. § 112.

Nor has Ewen satisfactorily expl ai ned why persons havi ng
ordinary skill in the art otherw se reasonably woul d have been
confused by art-recogni zed claimterm nol ogy, reasonably woul d
have interpreted the | anguage of Dolle’s clains in a manner
i nconsistent with Dolle supporting specification, prosecution

hi story, and knowl edge in the art, reasonably woul d have
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interpreted the | anguage with which Dol l e defines the subject
matter clainmed so to include inpossibilities, and/or
reasonably woul d have construed what appears to be functional

| anguage in a manner entirely inconsistent with the demands of
35 US.C 8§ 112,

second paragraph, 35 U.S.C. § 101, and the common sense for
whi ch persons having ordinary skill in the art have been
recogni zed. Because Ewen’s reading of the words and phrases
in Dolle’'s clains is inconsistent wwth a fair reading of
Dol l e’ s specification, prosecution history, art-recognized
definitions, and comon sense, we nust deny Ewen’s notion for
j udgnment of Dolle’s clains unpatentable under the second
paragraph of 35 U.S.C. 8 112. G ven our interpretation of the
scope of the subject matter clained, we nust al so deny Ewen’s
notions for judgnent that the subject matter Dolle clains is
unpat ent abl e under either the first paragraph of 35 U S.C. §

112 or 35 U. S.C. § 101.

C. Ewen’s Motion for Benefit of the July 15,
1988, filing date of Application 07/220, 007,
now U.S. Patent 4,892, 851
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Ewen noved (Paper No. 22) to be accorded benefit of the
July 15, 1988, filing date of Application 07/220,007, which
i ssued January 9, 1990, as U S. Patent 4,892,851 (EE I). The
APJ denied Ewen’s notion (Paper No. 61). GCting the |egal

standard espoused in Weil v. Fritz, 572 F.2d 856, 865-66 n. 16,

196 USPQ 600, 608 n.16 (CCPA 1978); Fiers v. Revel, 984 F.2d

1164, 1170, 25 USPQ2d 1601, 1606 (Fed. Cir. 1993); and Hyatt
v. Boone,
146 F. 3d 1348, 1352, 47 USPQ2d 1128, 1130 (Fed. Cr. 1998);
the APJ held that benefit of an earlier application for
purposes of priority requires that the proposed benefit
application satisfy the witten description and enabl enent
requi renents of the first paragraph of 35 U S.C. § 112 for at
| east one enbodi nent within the scope of the interference
count (Paper No. 61, p. 2). The APJ found (Paper No. 61, pp.
2-3):

The Ewen 851 specification does not provide a witten

description of an enbodinment falling within count 2.

In particular, Ewen 851 does not describe (1) the

formati on of either syndio-isobl ock pol ynmer having

nmol ecul ar chains in which syndiotactic and isotactic

sequences are present and the sequence length is 3

to 50 nononer units or hemisotactic ol efin polyner

or (2) a netallocene conpound neeting the requisites
of the count.

114



Interference 103, 482
Party Ewen does not allege that the APJ applied the wong
| egal standard. Rather, Ewen argues that Ewen et al.
Appl i cation 07/220,007 (hereafter Ewen et al., U S. Patent
4,892,851), does
in fact provide a witten description of (1) the fornation of
ei ther a syndi o-i sobl ock pol ynmer havi ng nol ecul ar chains in
whi ch syndiotactic and isotactic sequences are present and the
sequence length is 3 to 50 nononmer units or a hemisotactic
ol efin polyner, and/or (2) a netall ocene conpound defined by
the count, as required by the first paragraph of 35 U S.C. 8§
112 (Ewen Brief, pp. 46-52).

Based primarily on the testinony of Dr. Scott (RE 1-9),
Ewen proffers “one possibility” that the syndi o-isobl ock
pol ymer havi ng nol ecul ar chains in which syndiotactic and
i sotactic sequences are present and the sequence length is 3

to 50 nononer units defined by Count 2 reads on “a
syndi otactic polyner having site control m stakes which
results [sic] in isotactic sequences of three nononmer units”
(Ewen Brief, p. 48). W hereinabove interpreted the sanme

| anguage in Dolle s clainms which correspond to Count 2 as

excl udi ng known syndiotactic, highly isotactic, or isotactic-

st ereobl ock pol yners having site control m stakes of three
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nmononmer units. Thus, we found that the evidence submtted in
this interference as a whole supported a nore limted
interpretation of Dolle s claimlanguage.

The description requirenment of the first paragraph of
35 U S.C. 8 112 cannot be satisfied by the nere possibility
that a process for polynerizing olefins which is generically
described in Ewen et al., U S. Patent 4,892,851, for
production of syndiotactic polyners, and may enpl oy any one of
a generically described group of netall ocene conpounds
i ncluding netall ocenes of fornmula | of Count 2, m ght
i nherently produce a syndi o-i sobl ock pol ymer havi ng nol ecul ar
chains in which syndiotactic and isotactic sequences are
present and the sequence length is 3 to 50 nononer units,
especially given our interpretation of the neaning of the
terms and phrases Dolle uses in his clains to define a syndio-

i sobl ock polynmer. As said in Langer v. Kaufman, 465 F.2d 915,

918, 175 USPQ 172, 174 (CCPA 1972):

To prove inherency, the burden is on appellants to

show that the “necessary and only reasonabl e construction
to be given the disclosure by one skilled in the art

is one which will lend clear support to each positive
l[imtation . . . .” Binstead v. Littman, 242 F.2d 766,
770, [113 USPQ 279, 282] 44 CCPA 839, 844(1957).

Accord Kennecott Corp. v. Kyocera Int’'l, Inc., 835 F.2d 1419,

1423, 5 USPQ2d 1194, 1198 (Fed. GCr. 1987); Snitzer v. Etzel,
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531 F.2d 1062, 1067, 189 USPQ 415, 419 (CCPA 1976); Wagoner v.

Barger, 463 F.2d 1377, 1380, 175 USPQ 85, 86-87 (CCPA 1972);

Storcheimyv. Daugherty, 410 F.2d 1393, 1396, 161 USPQ 679, 682

(CCPA 1969); In re Filstrup, 251 F.2d 850, 853, 116 USPQ 440,

442 (CCPA 1958). W previously found, and here repeat our
finding, that no pol yner produced by a process exenplified in
Ewen et al., U S. Patent 4,892,851, for which the pentad
distribution data from C- 13 NVR spectrumis reported, is a
syndi o-i sobl ock pol yner havi ng nol ecul ar chains in which
syndi otactic and isotactic sequences are present and the

aver age sequence length is 3 to 50 nononer units, as we
interpret that |anguage in the context of Dolle’ s clains in
light of Dolle s specification.

Wiile we find that the fornulas of the netall ocene
conpounds Ewen et al., U S. Patent 4,892,851 (EE |I), suggest
for use in preparing the syndiotactic polyolefins they
generically describe certainly enconpass netal |l ocenes defi ned
in Count 2 (see Ewen
et al., US Patent 4,892,851 (EEI), col. 3, |. 19-35; col.
4, |. 48, tocol. 5, I. 12; and col. 13, |I. 59, to col. 14, |.
5), we find no evidence whatsoever in the patent disclosure

that any of the metall ocenes therein generically described
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coul d successfully be used to catal yze pol ynerization of an
olefin or olefins to produce a syndi o-i sobl ock pol yner having
nmol ecul ar chains in which syndiotactic and isotactic sequences
are present and the average sequence length is 3 to 50 nononer
units, as we interpret the | anguage of Count 2 of this
interference and interpreted the correspondi ng | anguage in
Dolle' s clainms in light of his specification. Count 2 of this
interference is directed only to those netal |l ocene conpounds
and catal ysts, and processes of polynerizing ol efins using
only those netal |l ocene conpounds and catal ysts, which produce
syndi o-i sobl ock pol yners havi ng nol ecul ar chains in which
syndi otactic and isotactic sequences are present and the
aver age sequence length of the syndiotactic and isotactic
sequences present is 3 to 50 nononer units.
W find that Ewen et al., U S. Patent 4,892,851, does not
descri be a single enbodi nent of Count 2 in the manner required
for Party Ewen to be accorded benefit of the July 15, 1988,
filing date of Application 07/220,007 fromwhich U S. Patent
4,892, 851 i ssued.

However, Count 2 of this interference is alternatively
directed to those netall ocene conpounds and catal ysts, and

processes of polynerizing olefins using those netall ocene
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conpounds and catal ysts, which produce “hemisotactic olefin
pol ymers” under all reaction conditions. To be accorded
benefit of its July 15, 1988, Party Ewen nust establish that
Ewen et al., U S. Patent 4,892,851, provides a witten
description of any enbodi nent of the invention of Count 2 in
the manner required by 35 U S.C. 8§ 112, first paragraph.
Because the argunents presented in Party Ewen’'s brief (Ewen
Brief, pp. 46-52) in support of its notion for benefit of the
July 15, 1988, filing date of Application 07/220,007 from
which U S. Patent 4,892,851 issued, are limted to the prior
application’s purported witten description of a syndi o-

i sobl ock pol ymer havi ng nol ecul ar chains in which syndiotactic
and isotactic sequences are present and the sequence length is
3 to 50 nononer units, a polymer we find to be nuch narrower
in scope than a “hemisotactic olefin polynmer”, we m ght
properly deny Ewen’s notion w thout considering whether
Application 07/220,007, fromwhich U S. Patent 4,892, 851

i ssued, provides a witten description of a “hemisotactic
olefin polynmer”. Nevertheless, we shall consider the
alternative question because, in our view, it buttresses our
finding that the syndiotactic polyners described in

Application 07/220,007, fromwhich U S. Patent 4,892, 851
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i ssued, are not syndi o-isobl ock pol yners having nol ecul ar
chains in which syndiotactic and isotactic sequences are
present and the sequence length is
3 to 50 nononer units.

Her ei nabove, we defined a “hemisotactic polyolefin”
general ly as having one or nore of the follow ng
configurations:

\ \ \ \ \ \ \
\ \ \

Hem i sotacti c pol yol efin
wherein each \ _is a radical -(CH,),CH;, where nis 0 or an
i nt eger, mhich\is random y positioned on either one side of
t he pol yner plane or the other (Ewen Brief, p. 4; Ewen, U S.
Patent 5,036,034, col. 1, |I. 52, tocol. 2, |I. 22, and col. 4,
|. 15-38). Based on the above definition itself, it m ght
appear that persons having ordinary skill in the art prinma
facie woul d have understood that all syndiotactic polynmers are
hem i sotactic polyners, each of whose specific stereostructure
varies with the syndiospecificity of the netall ocene catal yst.
To the contrary, based on all the evidence in this

interference, we find that the hemisotactic polyners of Ewen,

U S. Patent 5,036,034, are not generic to the syndiotactic
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pol yners described in Ewen et al., U S. Patent 4,892, 851,
whet her or not the syndiotactic polyners inherently include
occasi onal m stakes of three nononmer units, and further
conclude that persons skilled in the art imediately woul d
have understood that the syndiotactic polyners the prior art
descri bes are not hemisotactic pol yners.

W find that the syndiotactic pol ynmer-produci ng
net al | ocene catal ysts described in Ewen et al., U S. Patent
4,892,851, cannot be hemisotactic pol yner-producing
net al | ocene catal ysts of the type described in Ewen, U S.
Patent 5,036,034. Ewen et al., U S. 4,892,851, relates at
colum 12, lines 29-37 (enphasis added):

The data shown in Tables 1-4 and in FIGS. 2
and 3 show that the catal ysts of the present invention
produce a predom nantly syndi otactic polyner that
has high crystallinity and a novel mcrostructure.
Particularly, the NVR data shown in Tables 3 and 4
establish that the xylene insoluble fraction consists
of a very high percentage of syndiotactic polynmer with
very little, if any, isotactic polyner being produced.

At colum 13, line 67, to colum 14, line 5, of U S Patent
4,892,851, Ewen et al. indicate that (enphasis added):

: simlar results are obtainable through the use of
ot her ligands consisting of bridged Cp rings in which one
of the Cp rings is substituted in a substantially

di fferent
manner fromthe other Cp ring, e.g., an indenyl radical
and a Cp ring, a tetranmethyl substituted Cp ring and a
Cp ring, a dialkyl substituted Cp ring and a nonoal kyl
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substituted ring, etc.
On the other hand, Ewen, U.S. Patent 5,036,034, repeatedly
teaches that hemisotactic olefin polyners are
“noncrystalline”. Ewen, U S. Patent 5,036,034, states (col.
2, 1. 18-22; enphasis added):

Wien R; groups are on the sane side of the principal
pol ymer

chain, the structure is isotactic. Since only every
ot her

one conforns to the isotactic structure, it is “hem”.
The

material is a noncrystalline polyner.

Ewen expressly states, “Hemisotactic polypropylene is

noncrystalline due to the disorder and irregularity of these
random groups” (Ewen, U.S. Patent 5,036,034, col. 4, |. 36-38;

enphasi s added). “The noncrystalline hemisotactic

pol ypropyl ene has use as a plasticizer for syndiotactic or
i sotactic polypropylene” (Ewen, U S. Patent 5,036,034, col. 6,
| . 4-6; enphasis added). “Hemisotactic polypropylene is

noncrystalline and can be used as a plasticizer with

syndi otactic and isotactic pol ypropyl ene” (Ewen, U.S. Patent
5,036,034, col. 9, |. 30-32; enphasis added). Most generally,

Ewen states, "Hem isotactic polyner is noncrystalline and with

its partial stereoregular structure would have properties of a

pl asticizer” (Ewen, U S. Patent 5,036,034, col. 6, |. 17-19;
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enphasis added). Simlarly, Dolle states (Dolle Application
08/ 147, 006, spec., p. 12,
| . 29-32; enphasis added):
OMng to this steric structure, the syndi o-isobl ock
polyners according to the invention are anorphous or

partly crystalline depending on the nol ecul ar wei ght
and on the syndiotactic and isotactic sequence | ength.

Party Ewen has not expl ained why the highly crystalline
syndi otactic polynmers described in Ewen et al, U S. Patent
4,892,851, and processes and/or netall ocene catal ysts useful
for producing the highly crystalline syndiotactic polyners
described in Ewen et al, U S. Patent 4,892,851, describe
ei ther an anorphous or partly crystalline syndio-isobl ock
pol ymer described in Dolle Application 08/ 147,006, a process
and/ or netal |l ocene catal yst useful for producing an anor phous
or partly crystalline syndio-isoblock polynmer described in
Dol I e Application 08/147,006, a noncrystalline hemisotactic
pol ymer described in Ewen, U S. Patent 5,036,034, or a process
and/or netal |l ocene catal yst useful for producing a
noncrystalline hemisotactic polyner described in Ewen, U S
Pat ent 5, 036,034. Accordingly, we nust deny Party Ewen’s
notion (Paper No. 22) to be accorded benefit of the July 15,
1988, filing date of Application 07/220,007, which issued

January 9, 1990, as U. S. Patent 4,892, 851.
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4. Doll e’s contentions

Consi stent with the above, we find that the highly
crystalline syndiotactic polynmers described in Ewen et al,
U S. 4,892,851, and processes and/or netall ocene catal ysts
useful for producing the highly crystalline syndiotactic
pol ymers described in Ewen et al, U S. 4,892,851, do not
descri be an anorphous or a partly crystalline syndi o-isobl ock
pol ymer described in Dolle Application 08/ 147,006, a process
and/ or netall ocene catal yst useful for produci ng an anorphous
or partly crystalline syndio-isobl ock polynmer described in
Dol l e Application 08/147,006, a noncrystalline hemisotactic
pol ymer described in Ewen, U S. Patent 5,036,034, or a process
and/or netall ocene catal yst useful for producing a
noncrystalline hemisotactic polynmer described in Ewen, U S.
Patent 5, 036, 034. Mbdreover, we conclude that Ewen et al, U S.
Pat ent 4,892,851, would not have suggested an invention
clainmed in either Dolle Application 08/ 147,006 or Ewen, U. S
Pat ent 5, 036,034, to persons having ordinary skill in the art.
To the contrary, Ewen et al, U S. Patent 4,892,851, describe
processes and netal |l ocene catal ysts useful for producing
highly crystalline syndiotactic polyolefins. Wile Ewen et

al .,
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U S. Patent 4,892,851, reasonably woul d have suggested that
nmet al | ocene catal ysts of the sane general fornmula “in which
one Cp ring is substituted in a substantially different manner
so as to be sterically different” (Ewen et al., U S. Patent
4,892,851, col. 13, |. 63-65) would be useful for preparing
highly crystalline syndiotactic polyolefins, the sane

di scl osure reasonably woul d have | ed persons having ordi nary
skill in the art to expect “simlar results” (Ewen et al.

U S. Patent 4,892,851, col. 13, |I. 67) as those achi eved using
t he unsubstituted netal |l ocene catal ysts Ewen et al.
exenplified when using a substituted netall ocene catal yst of
the sane general forrmula “in which one Cp ring is substituted
in a substantially different manner so as to be sterically
different” (Ewen et al., U S. Patent 4,892,851, col. 13, |.
59, tocol. 14, |I. 5). To the contrary, both Dolle
Application 08/ 147,006 and Ewen, U. S. Patent 5,036,034,
descri be netal |l ocene catal ysts useful for production of

anor phous or partly crystalline syndio-isoblock and
noncrystalline hemisotactic polynmers. Ewen has not shown
that the subject matter Dolle clains, and Dolle has not shown
that the subject matter Ewen cl ainms, would have been obvi ous

to a person having ordinary skill in the art under 35 U.S.C. §
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103 in view of the teaching of Ewen et al., U S. Patent
4,892, 851.°

Di sposition of Interference 103,482

Nei ther party has submitted priority proofs. Therefore,
this interference is decided based on the prelimnary notions
filed by the parties. Accordingly:

For Interference 103,482, it is

ORDERED t hat judgnment on priority as to Count 2, the sole
count in this interference, is awarded agai nst junior party
JOHN A. EVEEN

FURTHER ORDERED t hat judgnment on priority as to Count 2
is awarded in favor of senior party VOLKER DOLLE, JURGEN
ROHRMANN, ANDREAS W NTER, MARTI N ANTBERG and ROBERT KLEI N

FURTHER ORDERED that, on the record before the Board of
Pat ent Appeals and Interferences, senior party VOLKER DOLLE

JURGEN ROHRVANN, ANDREAS W NTER, MARTI N ANTBERG and ROBERT

o On June 30, 1999, Dolle filed Mtion Under 1.635 To
Suppress Evidence (Paper No. 98), specifically the Declaration
of WlliamJ. Gauthier, dated Septenber 28, 1998 (EE X); the
Second Decl aration of WlliamJ. Gauthier, dated Novenmber 19,
1998 (EE Y); and Randall, Janes, Polynmer Sequence Determ nation
Carbon-13 NMR Met hod, New York, pp. 1-7 and 29-58 (1977)(EE 2),
and all references thereto in Ewen’s briefs. Dolle s notion to
suppress is noot based on the views expressed in our opinion
begi nni ng at page 54.
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KLEINis entitled to a patent containing Cains 4-6, 8, 12-26,
and 31-37 (corresponding to Count 2 of this interference) of
Dol I e Application 08/147,006, filed Novenber 1, 1993;

FURTHER ORDERED that, on the record before the Board of
Pat ent Appeals and Interferences, senior party VOLKER DOLLE
JURGEN ROHRMANN, ANDREAS W NTER, MARTI N ANTBERG and ROBERT
KLEIN is not entitled to a patent containing Cainms 27-30
(corresponding to Count 2 of this interference) of Dolle
Application 08/ 147,006, filed Novenmber 1, 1993;

FURTHER ORDERED that, on the record before the Board of
Pat ent Appeals and Interferences, junior party JOHN A EVEN is
not entitled to a patent containing Cains 1-8 (correspondi ng
to
Count 2 of this interference) of Ewen Application 07/419, 221,
filed Cctober 10, 1989, issued July 30, 1991, as U.S. Patent
5, 036, 034; and

FURTHER ORDERED that, on the record before the Board of
Pat ent Appeals and Interferences, junior party JOHN A EVEN
is not entitled to a patent containing Cains 1-28
(corresponding to Count 2 of this interference) of Ewen

Application 08/489,800, filed June 12, 1995, for reissue of
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Ewen Application 07/419,221, filed October 10, 1989, first
i ssued July 30, 1991, as U S. Patent 5,036, 034.

It is

ORDERED that if there is a settlenment and it has not
al ready been filed, attention is directed to 35 U S.C. §
135(c) and
37 CFR 8§ 1.661; and

FURTHER ORDERED that a copy of this decision be given an
appropriate paper nunber and entered into the file records of
Dol I e Application 08/147,006, U S. Patent 5,036,034, and Ewen

Appl i cation 08/ 489, 800.

Rl CHARD E. SCHAFER )
Adm ni strative Patent Judge)
)
)
TEDDY S. GRON ) BOARD OF PATENT

Adm ni strative Patent Judge) APPEALS AND
) | NTERFERENCES
)

)
JAVESON LEE )

Adm ni strative Patent Judge)
cc:
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Attorneys for Ewen:

WIlliamD. Jackson, Esqg.

LOCKE PURNELL RAIN & HARRELL, P.C.
2200 Ross Avenue

Suite 2200

Dal | as, TX 75201

JimD. Weelington, Esq.
Fi na Technol ogy, Inc.
6000 Legacy Drive

Pl ano, TX 75221

Attorneys for Dolle et al.

Rudol ph E. Hutz, Esq.

Ashley |. Pezzner, Esq.
CONNOLLY, BOVE, LODGE & HUTZ
1220 Market Bl dg.

P. 0. Box 2207

W | m ngton, DE 19899
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APPENDI X A
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